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No. 16,780 
United States Court of Appeals 
For the Ninth Circuit 


Harry P. Lockuix and Exumer J. Brant, 
general partners doing business under 
the firm name of Rapraxr Cotor Com- | 


PANY, 
Appellants, 
vs. 


Switzer Broturrs, Lxc., a corporation, 
Appellee. 


MOTION FOR LEAVE TO FILE 
SECOND PETITION FOR REHEARING 


To the Honorable Judges of the United States Court of 
Appeals for the Ninth Cireuit: 

Harry P. Locklin and Eliner J. Brant, general partners 
doing Jusiness under the firm name of Radiant Color 
Company, appellants above-named, respectfully move this 
Court for leave to file the annexed Second Petition for Re- 
hearing the judgment of this Court filed and entered on 
November 16, 1961 upon its opinion reported as Lochlin v. 
Switzer Brothers, Inc. (9 Civ. 1961), 299 Ie. 2d 160. An 
earlier order of this Court filed December 26, 1961, denied 
a Petition for Rehearing fited December 15, 1961, raising 
the same issue as that which is raised in the annexed 
Second Petition for Rehearing. 
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Rehearing is sought anew because, as shown in the an- 
nexed Petition, the District Court has now entered certain 
findings of fact, establishing clear error of fact and latent 
ambiguity in the premises upon which this Court, in its 
opinion of November 16, 1961, concluded that Switzer’s 
Kazenas patent No. 2,809,954 met the requirements of 
U.S, Code, VWitle 35, Section 112. 

As shown in the annexed Petition, certain facts and cir- 
cthustances which Switzer itself brought to the attention 
of the District Court in response to the mandate handed 
down upon this Court’s decision in Locklin v. Switzer 
Brothers, Inc. (9 Cir. 1965), 348 F. 2d 244, are in direct 
and irreconcilable conflict with, and render ainbiguous, the 
faetual premises upon which this Court based its opinion 
of Noveinber 16, 1961. 


The grounds upon which the second petition is based 
arose after the filing of the original Petition for Rehear- 
ing. The judgment of the Distmet Court which this Court 
reviewed in making its judgment of November 16, 1961, 
has not yet become final. Proceedings to determine the 
extent of damages under said judgment are stil] in the 
discovery stage and such accounting proceedings have not 
yet been tried. 


Since the judgment whieh this Court reviewed is thus 
still interlocutory, this Court has the clear power to enter- 
tain the second petition for rehearing under the authority 
of: 

Simmons Co. v. Grier Bros. Co. (1922), 258 U. S. 
82, particularly pages 90-91; 

Marconi Wireless Co. v. U. S. (1943), 320 U. S. 1, 
particularly pages 47-48; 

McCullough v. Kammerer Corporation (9 Cir. 
1945), 148 F. 2d 525; and 

Stoody Co. v. Carleton Metals (9 Cir. 1940), 111 F. 
20/920. 


This petition is presented to this Court rather than to 
the District Court because the District Court has no power 
to entertain a motion such as this after this Court has 
reviewed the interlocutory judgment and has handed down 
its mandate. Atlas Seraper and Engineering Co. v. Harry 
WA imoscie () Cir. 1966), ....-. TO ese. , Appeal No. 
19404. 


Appellants further nove the Court for an order grant- 
ing them leave to file their second petition for rehearing 
exceeding five pages In length. As appears from the pro- 
posed second petition for rehearing which follows this 
motion and from the attached affidavit, the nature and the 
factual complexity of the issues has made it impossible 
to limit the proposed petition to five pages and yet ade- 
quately tender the issues to this Court. 


Appellants respectfully request, shonld this motion be 
denied, that such denial should grant appellants the privi- 
lege to present an appropriate motion to the District 
Court for reconsideration or rehearing the question of 
whether the claims of Switzer’s NKazenas patent do meet 
the reqnirements of U. 8. Code, Title 55, Section 112 in 
the hght of the District Court’s present findings of fact 
and conclusions of law filed February 17, 1966. 

Car Ilorpr, 
Attorney for Appellants 
and Petitioners. 
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State of California 
City and County of San Francisco—ss. 


Carl Hoppe, being first dnly sworn, deposes and says: 

1. Affiant is one of the attorneys of record for appel- 
lants and petitioners in the foregoing motion for leave 
to file second petition for rehearing. 

2. Affiant prepared the foregoing motion as well as the 
proposed second petition for rehearing and knows the con- 
tents of each. 

3. The matters set forth in the following paragraphs 
of this affidavit which matters are referred to in the 
motion and proposed petition are true of affiant’s own 
knowledge. 

4, The judgment of the District Court which this Court 
reviewed in making its judgment of November 16, 1961 
has not yet become final. 

do. Proceedings to determine the extent of damages 
under said judgment are still in the discovery stage and 
such accounting proceedings have not yet been tried. 

6. The nature and the factual complexity of the issues 
has made it impossible for affiant to limit the proposed 
petition to five pages and yet adequately tender the issues 
to this Court. 

7. Appendices A, B, C, D and E attached to the pro- 
posed second petition for rehearing are true and correct 
copies of the documents or papers which they purport to 
represent. 

Cart Hoprr 

Subseribed and sworn to before me this 11th day of 
March, 1966. 

(Seal) G. 8S. WEBSTER 

Notary Public in and for the City and 
County of San Francisco, State of 
California. My comiission expires 
Oct. 31; 1969. 


No. 16,780 
United States Court of Appeals 
For the Ninth Circuit 


tarry P. Locxuin and Eimer J. Brant, 
general partners doing business under 
the firm namie of Rapianr Cotor Com- 


PANY, 
Appellants, 


Vs. 


Swirzen Broruers, Inc., a corporation, 
Appellee. 


SECOND PETITION FOR REHEARING 


To the Honorable Judges of the United States Court of 
Appeals for the Ninth Cireuit: 

Most respectfully, Harry P. Lockhn and Elmer J. Brant, 
general partners domg business under the firm name of 
Radiant Color Company, appellants above-named, petition 
this Court to grant a rehearmg of the above-entitled 
cause with respect to its opinion handed down November 
16, 1961, and reported at 299 F. 2d 160 on the grounds 
set forth in this Petition. 
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1. One of the important issues which appellants raised 
on the original appeal was that Switzer’s Kazenas Patent 
No. 2,809,954 did not comply with that provision of U. 8S. 
Code, Title 35, Section 112 which provides: 

‘“‘The specification shall conclude with one or more 
claims particularly poimting out and distinctly claim- 
ing the subject matter which the appheant regards as 
his invention.’’ (Kmphasis added.) 


2. Appellants based their contention upon the premise 
that the language of the Kazenas claims that the amount 
of melamine is an amount ‘‘sufficient to render said con- 
densation product substantially insoluble in aromatic hy- 
drocarbon solvents’? did not fulfill the mandate of the 
statute. 


3. In overruling appellants’ contention on that statu- 
tory defense, the District Court made the determina- 
tions set forth in its opinion of September 4, 1959, a 
copy of which is attached to this petition as Appendix 
A. On this specific defense, the District Court said among 
other things: 

“¢.. The expression of the maximum and minimun 
melamine content in functional terms limits the claims 
to the exact scope of the invention. Indeed, the fune- 
tional expressions define the limits of the invention 
more precisely than would have been practically pos- 
sible by wholly mathematical expressions.”’ 


4. In overruling appellants’ contention on that statu- 
tory defense, this Court, in its opinion of November 16, 
1961, made the determinations set forth in its opinion, a 
copy of which is attached to this petition as Appendix B. 
With specific reference to the functional limitation as de- 
fining invention over the prior art Japanese patent, this 
Conrt particularly noted that the Distriet Court ‘‘care- 
fully considered the Japanese patent and, apparently 
relying on the testimony of Dr. Hatcher with respect to 
his experiments on this patent’’, concluded that the Japa- 


nese resin differed from the Wazenas resin ‘tin at least 
one vital respect in that it is soluble in aromatic hydro- 
earhons, while the NKazenas resin is substantially in- 
solnble.”’ 

In overruling the statutory defense, this Court recog- 
nized that ‘‘the novelty for which Switzer contends is that 
this resin is both thermoplastic and insoluble .. .’’, and 
relieved Switzer from the alternative ‘‘to state the eritical 
lower linits precisely’’ because: 

‘¢ . . The eritical point remains the same [or each 
melamine compound used. It simply is not specified. 
But whether specified or unspecified the scope of the 
claim is precisely that of the invention.” 

% * * % ¥ 
‘.. There is testimony to the effect that ‘sufficient 
melainine to render the resin substantially insoluble’ 
is a shuple, clear test for an ordinary chemist to per- 
form and one which does not require extensive experi- 
mentation in order that the precise critical hits be 
ascertained in a particnlar case... .”’ 

5. The testimony of Dr. Hatcher with respect to his 
experiments upon the Japanese patent and the Kazenas 
resin, as well as all portions of lis testimony having any 
hearing upon the contested statutory issue, are abstracted 
from the onginal record on appeal and are reproduced 
as Appendix C attached to this petition. In smumary, the 
testimony of Dr. Hatcher shows that: 

A. His experiments for determining whether the 
resin was substantially insoluble in aromatic hydro- 
‘arbon solvents consisted solely of a single senes of 
tests in which he gronnd the prior art resin and the 
Kazenas Example 5 resin and placed thein in pure 
tolmene in August 1958, and demonstrated the ag- 
glomeration of the prior art resin and the free flowing 
characteristics of the Kazenas Example 5 resin to the 
District Court in January 1959, an elapsed time of 
about four and one-half months. 
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B. The only language in the patent specification 
which even suggests that the Kazenas resin con- 
tained sufficient melamine to render the resin sub- 
stantially insoluble in aromatic hydrocarbons is: 


“’. . The new resin is insoluble in inany common 


vehicles and ean therefore be suspended in such 
vehicles without coalescence or agglomeration.”’ 
* * * 3 bad 
““The pigments prepared in the manner described 
in the foregoing exainples are insoluble in water and 
aliphatie hydrocarbon solvents, are practically in- 
soluble in aromatic hydrocarbon solvents, and are 
soluble in ketones and solvent esters. ...”’ 


* * * * * 


‘*Based on these physical characteristics, the pig- 
ments may be used in vehicles which are non-solvents 
for the pigments to form various types of inks and 
thelike,...7’ 


6. After this Court denied the earlier Petition for Re- 
hearing, and after the Supreme Court denied a petition 
for the writ of certiorari and denied rehearing, appellants 
adopted one form of substitute resin for the adjudicated 
resin. While the accounting proceedings were still pend- 
ing, Switzer brought proceedings to have appellants de- 
clared in contempt of court because of their manufacture 
and sale of that substitute resin. Such proceedings re- 
sulted in a contempt judgment which this Court set aside 
in Locklin v. Switzer Brothers, Inc. (9 Cir. 1965), 348 F. 
2d 244. The opinion of the Court is attached to this pe- 
tion as Appendix D. In its opinion, this Court remanded 
the matter 

‘*| . . with instructions that the order of the District 
Court be set aside and that trial be had npon the sole 
question whether, in the 4-C resin, the amount of 
melamine utilized is such as to bring the resin within 


the limits of the claims of the Kazenas patent as those 
claims are delineated in our former opinion.”’ 
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7. After this Court handed down its mandate on said 
last appeal, and after trial on the merits, the District 
Court entered findings of fact and conclusions of law in- 
corporated in a written memorandum decision filed Febru- 
ary 17, 1966 and reproduced as Appendix FE attached to 
this Petition. 


8. On its face, the facts found by the District Court 
on February 17, 1966, demonstrate that the premises upon 
whieh the District Court based its decision of September 
4, 1959 and upon which this Court based its opinion of 
November 17, 1961, were contrary to fact in some respects 
and latently indefinite in other respects, all as are set 
forth below: 


A. This Court in its opinion relied upon the prenrise 
that once the resin is finely gronnd, it must remain in- 
soluble in aromatic hydrocarbon solvents and im a state 
of free flowing suspension. This premise underlies the 
following determination of this Court: 

“6. The resin must be capable of being finely 
ground. Once ground, it must remain insoluble in com- 
mon paint vehicles or solvents and in a state of free 
flowing suspension.”’ 


* * * * * 


‘The Kazenas patent is for a resin which is a co- 
condensation of all three of these chemical compo- 
nents and which is thermoplastic but still is capable 
of being finely gronnd and which remains insoluble 
without agglomeration in aroinatic hydrocarbon sol- 
vents.”’ 


* * * * * 


“«,. If the fact was that the resin would aggloin- 
erate and would not. remain free flowing, Radiant 
could have established this by its own pre-trial experi- 
ments and have introduced evidence with respect to 
those experiments at the proper time... .”’ 


§ 


aromatic hydrocarbon solvent as a constituent. With re- 
spect to this, the District Court now finds: 

‘‘Further, the testing of a resin in any pure aro- 
inatie hydrocarbon solvent is merely an indication of 
the substantial insolubility of the resin in a paint 
vehicle, 

“The mere fact that resin agglomerates within four 
or more weeks in a pure hydrocarbon solvent, such as 
benzene, does not necessarily indieate that the resin 
will aggloinerate in a paint vehicle in the same period 
of time. Pure hydrocarbon solvents are never used 
alone with resin in a paint vehicle, but only in eon- 
junetion with other liquids and substances whieh in 
effeet reduce the strength of the pure solvent. 

“Thus, in a paint vehicle the resin will actually 
remain insoluble for a considerably longer period of 
time than in a pure solvent. 

‘*As demonstrated at trial by Switzer, resins made 
up in accordance with the examples in the Nazenas 
patent have remained free-flowing and dispersable in 
the paint vehicles for longer than five years (RT 109- 
MOS 


9. These faets elearly demonstrate that the claims of 
the patent fail to particularly point ont and distinetly 
claim the invention in the following respects: 

(a) The clainns do not state whether the test for 
‘*substantially insoluble’? should be qualitative or 
quantitative and the Distriet Court after a full hear- 
ing was unable to make a definitive determmation as 
to ‘tthe minimuin standard for determining the ques- 
tion presented.”’ 


(b) With respect to a qualitative definition, the 
claims do not state how long the resm imust remain 
‘substantially imsoluble.’’ The Distriet Court felt 
eompelled to accept a lapse of time between the date 
when the powdered resin was placed in toluene and 


the date when the observations of the condition of the 
resin in the tolnene were made of less than one week, 
whereas for purposes of validity, the District Court 
in the first instance relied upon a period of several 
months. 


(e) With respect to qualitative tests, the clanns do 
not. state whether ‘‘substantially insoluble’”’ is a mat- 
ter of substance or a matter of mere form. The Dis- 
trict Court in the last instance found that all resins 
of this type will eventually aggloinerate in any pure 
aromatic hydroearbon solvent, whereas this Court in 
its original opinion found that the resins had to re- 
main free flowing in aromatic hydrocarbon solvents. 


(d) With regard to quantitative tests, the claims 
do not state any definite quantity of solubility which 
would be ‘‘substantially imsoluble.”’ The District 
Court did not adopt any definite or distinct quantity 
as defining the difference between the prior art Jap- 
anese resin and the patented resins with respect to 
substantial insolubility and Dr. Hatcher did not tes- 
tify in this area at all on the origmal trial. 

(e) It now appears that the words ‘‘aromatie hy- 
droearbon’’ are not definite. The District Court found 
it necessary on the contempt proceedings to vary the 
ordinary meaning of the words **aromatic hydroear- 
bon solvents’’ by giving benzene different treatment 
than other aromatic hydrocarbon solvents—although 
benzene has been recognized as being the parent of 
all aromatic hydrocarbon solvents. 


(f) It now appears that the word ‘‘solvents’’ is 
indefinite. In construing the term ‘‘aromatie hydro- 
earbon solvents’? in the claims, the Distriet Court 
found it necessary to distinguish solvents from com- 
mon paint vehicles. 
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10. The facts thus newly found and the deviations 
from the original opinions now found essential to construe 
the claims establish, appellants submit, that the claims do 
not particularly and distinetly claim the invention and 
warrant a reversal of the original fmdings and determina- 
tions that such claims do comply with the statute. This 
conclusion is supported by the following cases: 

United Carbon Co. v. Binney Co. (1942), 317 U. 8. 
228; 

Standard Brands v. Yeast Corp. (1939), 308 U.S. 
34, at page 38; 

Barkeij v. Lockheed Aircraft Corp. (9 Cir. 1954), 
210 F. 2d 1, cert. den. (1954), 348 U. S. S47, reh. 
den. (1954), 348 U.S. 884; 

Vitamin Technologists v. Wisconsin Alumni Re- 
search F. (9 Cir. 1944, as amended 1945), 146 F. 
2d 941, cert. den. (1945), 325 U. S. 876, reh. den. 
(1945), 326 U.S. S04; 

Jones Knitting Corp. v. Morgan (E.D.Pa. 1964), 
244 F. Supp. 219, at pages 222-224; 

McCulloch Motors Corporation v. Oregon Saw 
Chain Corp. (S.D.Cal.C.D. 1964), 234 F. Supp. 
256, at pages 258-259; 

Marshall v. Procter & Gamble Manufacturing Com- 
pany (D.Md. 1962), 210 F. Supp. 619, at pages 
630-631; and 

Armco Steel Corp. v. United States Steel Corp. 
(W.D.Pae 1962), 203 I. Supp. Gad, at paieesmGoGe 
657. 


Although the United Carbon, Barkeij and Vitamim Tech- 
nologists cases were cited in Appellants’ Opening Brief, 
in No. 16,780, pages 90-95, Switzer made no effort to 
distinguish any of them in its Brief for Defendant-Ap- 
pellee and this Court, quite understandably, in view of 
Switzer’s contentions then made, did not in its opinion 
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foresce the latent ambiguities inherent in the Kazenas 
elaims making such cases applicable. Standard Brands is 
newly cited authority urged as being pertinent to in- 
definiteness now exposed by the experimentation which is 
necessary to define the invention as now presented by 
Switzer. The remaining cases all came down after this 
Court’s decision of Noveinber 16, 1961. 

The facts now found on the contempt matter and made 
in the light of Switzer’s present contentions, certify that 
the latent ambiguities create a real uncertainty of clann 
language in violation of the statute. The mere fact that 
the claim language is susceptible of the shifting and vari- 
able interpretations now manifest in the several opinions 
proves that the claims are not definite. 


11. This petition for rehearing is based solely wpon the 
face of the opinion below and does not attack the opinion 
on the merits. On the merits, the decision helow will be 
made the subject matter of an independent appeal. 


For the foregoing reasons, petitioners respeetfully pray 
that this, their second petition for rehearing, be granted 
and that this Court grant reargument on the question of 
whether the claims conform with 55 U.S.C. 112 in the ight 
of the findings which the Distriet Court has just made. 
In the alternative and if this second petition for rehear- 
ing be denied, petitioners pray that the denial grant them 
the privilege to file a motion for reeonsideration of this 
issue in the District Court so that the matter of statutory 
compliance may there be redetermined in the hght of the 
faets brought out in the most recent opinion of the Dis- 
trict Court. 

Respectfully submitted, 
Cart Hopper, 
Atlorney for Appellants 
and Petitioners. 
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CERTIFICATE Or COUNSEL 


I, Car) Hoppe, attorney for Appellants, do hereby 
certify that the foregoing petition for a rehearing of this 
cause is presented in good faith and not for purpose of 
delay. 


Cart Hoprr. 


(Appendices Follow) 


Appendices. 


leged infringement of the patent by Plaintiffs and prayed 
for an injunction and damages. 


The patent in suit, issued on October 15, 1957 to Zenon 
Kazenas and assigned to Defendant, is for a thermo- 
plastic melamine-sulfonamide-formaldehyde resin and the 
process for making such resm. The Kazenas resin has a 
combination of properties that make it particularly useful 
for the manufacture of pigments. It is friable and readily 
grindable into a finely divided condition. It does not ag- 
glomerate during grinding inasmuch as it does not exhibit 
eold flow at room temperatures, [1] and does not soften 
below 100° C. It is insoluble in common paint solvents 
such as aliphatic and aromatic hydrocarbons, and hence, 
ean be suspended in such vehicles without coalescence or 
agglomeration. Yet it is soluble in ketones in which it ean 
be dissolved to form coating compositions. When em- 
ployed with certain fluorescent dyes in a pigment, the 
resin imparts superior light-fastness to the pigment. 


The ingredients employed by Iazenas to make his resin 
had previously been in common use in the manufacture of 
resins, but they had not theretofore been combined in the 
manner disclosed in the Kazenas patent. Melamine had 
commonly been reacted with formaldehyde to make mela- 
mine aldehyde resins while sulfonamide had commonly 
been separately reacted with formaldehyde to make sul- 
fonamide-aldehyde resins. The melamine-aldehyde resins 
are thermoset resis, that is, onee having been set by 
heat, they are infusible upon further heating. The sulfona- 
mide-aldehyde resins are thermoplastic, that 1s, capable 
of being fused or softened by heat. The thermoset mela- 
mine-aldehyde resins are so hard and tough that they are 
difficult to grind and are insoluble in aromatic and ali- 
phatic hydrocarbons and in ketones. The thermoplastic 
sulfonamide-aldehyde resins have such a low melting point 
that they tend to agglomerate upon grinding and they are 


soluble in aromatie and aliphatic hydrocarbons and in 
ketones. 


Prior to the disclosures of the Kazenas patent, it was 
understood by those skilled in the art of making resins, 
that melamine, sulfonamide, and formaldehyde were com- 
patible in combination and that melamine-aldehyde resins 
eould be modified by adding sulfonamide while sulfona- 
mide-aldehyde resins could be inodified by adding mela- 
mine. But, the literature introduced to show the state of 
the prior art, contains very meager teachings regarding 
particular combinations of melamine, [2] sulfonamide, and 
formaldehyde that would produce specific results. 


Plaintiffs concede that the Nazenas patent is not an- 
ticipated by any resin in the prior art, but it is contended 
that the Kazenas resin is not such an advance over the 
prior art as to constitute invention. 


Of the prior art references cited by Plaintiffs, two 
relate to the modification of melamaine-aldehyde resins by 
the addition of sulfonamide. One is the Widmer and 
Fisch Patent No. 2,197,557 for aminotriazine-aldehyde 
condensation products in which melamine is one of the 
preferred aminotriazines employed. The specification 
states that it is not necessary to use aminotriazine alone 
in the condensation, and that other compounds capable of 
forming resins with aldehydes, sneh as sulfonamides, may 
be added. The specification goes on to lst a variety of 
properties which may be exhibited by the condensation 
produets depending upon the parent material selected and 
the conditions of the reaction. But, nowhere is there any 
intimation regarding the result that might be anticipated 
if sulfonamide were introduced in the condensation of 
melamine and formaldehyde. It is obvious that the Wid- 
mer-Fisch patent is of little consequence in appraising the 
KKazenas resin as an invention. 
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The other reference relating to the modification of 
melamine-aldehyde resins by sulfonamides is an article by 
Bergen and Craver in the September, 1947 issue of In- 
dustrial and Engineering Chemistry entitled ‘Silfona- 
wide Plasticizers and Resins’’. This article discusses 
generally the preparation, properties, and applications of 
sulfonamide plasticizers and resins. At one point, it com- 
ments that ‘‘Although the limits of compatibility are not 
shown here, it is known that the sulfonamides are com- 
patible with, and in some cases actually [3] enter into, 
the reaction of various thermosetting plastics such as 
urea-formaldehyde, melamine formaldehyde, and phenol- 
formaldehyde. Here they impart an increased flow or plas- 
ticity, which makes possible laminated punching stock or 
postformed articles, and decreased molding pressures and 
temperatures.’’ Further on it states that ‘‘The sulfona- 
mides are used by the plastics industry for plasticizing 
themnosetting resins, such as phenol-formaldehyde, urea- 
formaldehyde, ielamine-formaldehyde, and copolymer- 
ester-type resins, so that better flow is obtainable and 
lower temperatures and pressures may be used.’’ The 
entire import of this disclosure is that a thermosetting 
melamine-formaldehyde resin, when modified with sulfona- 
mide, will flow at lower temperatures and pressures prior 
to heeoming set, but will retain its charaeter as a ther- 
imosetting resin. This disclosure certainly would not sug- 
gest the condensation of melamine, sulfonamide, and 
formaldehyde to obtain a thermoplastic resin such as the 
Kazenas resin. 


The reinainder of the prior art references relate to the 
modification of sulfonamide-aldehyde resins by the addi- 
tion of melamine. wo of these references, the Bren 
Patent No. 1,961,579 and the Moss and White Patent No. 
1,878,848 on their face, do not deal with the modification 
of sulfonamide-aldehyde resins with melainine. They de- 
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seribe modification by addition of urea, thiourea or guanl- 
dine. It is plaintiffs’ contention that melamine is a 
chemical so closely analogons to urea, thiourea or guani- 
dine that it could not constitute invention to substitute 
melamine for any one of the three. In support of this 
contention, plaintiffs cite a paragraph from Chemical 
Abstraets for January 20, 1946 which merely notes that 
a British patent discloses that when certain specified 
chemicals are heated together with one or more of such 
substances as urea, thioureas, guanidine, and aminotri- 
azines, [4] decorative or protective film-forming composi- 
tions are obtained. Plaintiffs also cite several published 
judicial opinions. Only two of these opinions are relevant 
at all, and they lend slim support to Plaintiffs’ argument 
that it would be routine to substitute melamine for urea, 
thiourea, or guanidine. In re Berger, 143 F.2d 971, indi- 
eates that melainine-aldehyde resins and urea-aldehyde 
resins are analogous, but do not function in the same way 
in all circumstances. In re West, 160 F.2d 570, merely 
suggests that urea, thiourea, and aiinotriazines have 
sufficient common properties to warrant their heing char- 
acterized as a class in a particular application. It is 
readily apparent that Plaintiffs’ references fall far short 
of teachings that melamine is so sinnlar to urea, thiourea, 
or guanidine that one could substitute it for any one of 
the three in the making of resins and expect to obtain 
the saine result. 


But, even assuming that melamine were regarded in the 
art as the equivalent of urea, thiourea, and guanidine, the 
Bren patent and the Moss-White patent describing the 
modification of sulfonamide-aldehyde resins by addition 
of these substances would not suggest that the addition 
of melamine to a sulfonamide-aldehyde resin would pro- 
duce a resin with the properties of the Kazenas resin. The 
Bren patent merely discloses that the forination of bubbles 
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in produets molded from a sulfonamide-aldehyde resin can 
be prevented by adding sufficient urea, thiourea, or guani- 
dine to react with any aldehyde released in gaseous state 
when the resin is heated. 


The Moss-White patent relates primarily to the prepa- 
ration of a toluene sulfonamide-aldehyde resin compatible 
with derivatives of cellulose. A modification of this resin 
with urea is described as follows: [5] 

“In another mode of carrying out our invention 5 to 
10% of urea as [sic] added to the initial reactants, and 
the subsequent steps are carried out as already described. 
We have further found that this resin is not permanently 
fusible in the way in which this term is commonly used in 
resin literature. If the improved resin, as herein de- 
seribed, is held at a temperature of 160-200° C., preferably 
about 175° C, for from + to 8 hours, it is converted into 
a dark, greenish brown resin, which consists almost en- 
tirely of two crystalline substances, both of which are 
largely insoluble in benzene. The exact composition and 
formula of these substances eannot he given. However, 
one of them, in the erude state in which it separates from 
the benzene solution, melts at 140-150° C, whilst the 
second one melts at 160-162° C., and on recrystallizing 
from aleohol or xylene it melts sharply at 165° C.”’ 


Plaintiffs contend that this description discloses that 
the modification of a sulfonamide-aldehyde resin with urea 
will produce a thermoplastic resin substantially insoluble 
in aromatic hydrocarbon solvents with a high melting 
point, similar to the Kazenas resm. But, the Moss-White 
disclosure is obscure in several respects. It is not at all 
clear that the statement that the resin ‘‘is not perma- 
nently fusible’? means that it is thermoplastic, for this 
statement could he taken to mean that the resin is not 
pennanently capable of being melted and is therefore 
thermosetting. The explanation that the resin consists of 
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two conmpounds both largely insoluble in benzene, which 
separate independently from a benzene solution and in- 
dividually reerystallize from xylene does not indieate 
that the described resin is a homogeneous resin, itself, 
substantially imsoluble in aromatie hydrocarbons. More- 
over, the described resin differs significantly from the 
clear KNazenas resin, in that it is a dark, greenish brown. 
It is not at all reasonable to assume that the Moss-White 
disclosure would point the way to the Kazenas resin even 
if melamine were taken to be the equivalent of urea. 


The only prior art reference specifically describing the 
modification of a sulfonamide-aldehyde resin with mela- 
nine is the Japanese Patent No. 181,405 for a method of 
producing a [6] lughly waterproof para-toluol-sulfamide 
resin of a high melting point. 


The Japanese patent discloses that the reaction of para- 
toluol-sulfamide and formalin with a small amount of 
melamine will produce a resin which has greater water- 
proofness and a substantially higher melting point than 
a conventional para-toluol-sulfamide resin, but which re- 
tains the other characteristies of such a resm. The Japan- 
ese resin, as described in the patent, thus has properties 
similar to those of the IXazenas resin in that it is thermo- 
plastic and has a relatively high melting point,! but it 
differs in at least. one vital respect in that it is soluble in 
aromatic hydrocarbons, while the Kazenas resin is sub- 
stantially insoluble. Both the Japanese resin and_ the 
Kkazenas resin are composed of a sulfonamide, an alde- 


1A softening point of 122° C was elaimed for the Japanese 
resin. Yet, Plaintiffs’ expert and Defendant’s expert testified 
that upon testing a sample of the Japanese resin prepared by 
them, they respeetively found that it softened at $1° and 89° C. 
Consequently, if the patentable novelty of the Kazenas resin 
were dependent npon its meltmmg point, the Court eould not 
aceept the Japanese patent as prior art in fact diselosing a 
method of modifying a sulfonamide-aldehyde resin with mela- 
mine to obtain a resin with a high melting point, 
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hyde, and melamine, but in critically different proportions. 
The most significant difference is in the amount of mela- 
mine. The Japanese patent specifies a ‘‘small’’ amount 
of melamine which, in the single example set forth in 
the patent, is 5% by weight of the pavya-toluol-sulfamide 
employed. The Kazenas patent teaches the use of a sub- 
stantial amount of imelamine or melamine derivative 
ranging in amount from 11 to 50% by weight of the sul- 
fonamide. Kazenas also teaches the use of a greater 
amount of aldehyde in relation to the sulfonamide. 


Plaintiffs urge that it did not constitute invention for 
Kazenas to vary the proportion of melamine and aldehyde 
to achieve substantial insolubility in aromatic hydrocar- 
bons. But, the Japanese [7] patent, itself, does not even 
suggest the possibility that a greater proportion of mela- 
mine and aldehyde might produce a resin substantially 
insoluble in aromatic hydrocarbons. Indeed, it would dis- 
courage experimentation along these lines. Since the 
patent states that, except for greater waterproofness 
and a higher melting point, the Japanese resin does not 
lose the characteristics of a conventional para-toluol-sulfa- 
mide resin, one could only conclude that the modification 
with melamine does not affect its solubility in aromatic 
hydrocarbons. 


Tt is possible that the mere fact that melamine-aldehyde 
resins were known to be insoluble in aromatic hydrocar- 
bons might suggest to a skilled chemist that the modifica- 
tion of a snlfonamide-aldehyde resin with melamine might 
make the resin less soluble in aromatic hydrocarbons. But, 
it could not have been anticipated that sufficient melamine 
could be used to achieve substantial msolubility in aro- 
matic hydrocarbons without simultaneously making the 
resin thermosetting. Nor, was there any basis for expect- 
ing that the reaction of melamine with sulfonamide and 
an aldehyde would produce a resin having the insolubility 
in aromatic hydrocarbons characteristic of a melamine- 
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aldehyde resin, but retaining the ketone solubihty char- 
acteristic of a sulfonamide-aldehyde resin. 


The sum and substance of the teachings of the prior art, 
including the Japanese patent, was that the properties of 
melamine-aldehyde resin could be modified to some extent 
by adding a small amount of a sulfonamide, and that the 
properties of a sulfonamide-aldehyde resin could be modi- 
fied by adding a small amount of melamine. These teach- 
ings were narrow ones. They did not constitute such un- 
portant and substantial discoveries that the ordinary 
capable chemist could carry on from that point and in 
normal course produce the Kazenas resin.? [8] The Ka- 
zenas patent ciscloses the new and broader concept that 
melamine and a sulfonamide, each in a relatively sub- 
stantial quantity, could be reacted together with an alde- 
hyde to produce a distinct resin having some of the 
properties of a sulfonamide-aldelivde resin, and some of 
the properties of a melamine-aldehyde resin, and other 
properties which are unique. The Kazenas resin repre- 
sented a new arrangement of ingredients that produced a 
new, unexpected and useful result. The Court is satisfied 
that it was such an advance over the prior art as to eon- 
stitute invention. 


Apart from their contention that the Kazenas resin did 
not amount to an invention, Plaintiffs contest the validity 
of the Kazenas patent on the basis of several claimed de- 
fects in the patent itself. 


Plaintiffs first urge that because the essence of the 
Kazenas invention is the relative proportions of the com- 
ponents of his resin, the patent lacks validity in failing 
to disclose or claim any critical limits. But, Plaintiffs’ 
view could only be sustained by a hypercritical and piece- 
meal analysis of the patent. The Court is satisfied both 


2Aluminum Co. of America v. Thompson Products, 122 F. 2d 
796 (6 Cir. 1941) ; Rohm & Haas Company v. Roberts Chemicals, 
945 FP. 2d 693 (4 Cir. 1957). 
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from its own reading of the patent and the expert testi- 
mony, that anvone with a modicum of skill in the resin 
art upon examining the Kazenas patent in its entirety 
would clearly understand that the relative proportions of 
melamine, sulfonamide, and aldehyde must be maintained 
within a limited range in order to produce a resin that 
would be thermoplastic, have a high melting point, and 
be substantially msoluble in aromatic hydrocarbons. The 
Court is further satisfied that the critical range is set 
forth with sufficient precision that anyone skilled in the 
art could readily perceive its limits. 


Plaintiffs’ expert testimony to the effect that the upper 
and lower limits specified in the patent are not in faet 
[9] eritical was not convineing. Upon cross-examination 
the testimony of Plaintiffs’ expert tended to confirm the 
teaching of the patent that the melamme component 
should not exeeed 50% by weight of the sulfonamide. The 
experiments performed by Plaintiffs’ expert to test the 
properties of resin samples prepared in aecordance with 
the examples in the Kazenas patent, in the opinion of the 
Court, are uot reliable evidence to support Plaintiffs’ 
contention that as one approaches the lower limit of the 
eritical range within which the melamine content may be 
varied the proportion of melamine is inadequate to pro- 
duce the aromatic hydrocarbon insolubility claimed by the 
patent. These experiments were limited in number. Some 
of the examples were admittedly not carried out strictly 
in accordance with the instructions. Some of the experi- 
ments which were repeated had inconsistent results that 
were not satisfactorily accounted for. There is an un- 
explained inconsistency in the testimony that the sample 
of example 3 was insoluble in toluene while the sample of 
example + was not although both examples eall for an 
almost identical proportion of the melamine component. 


Several asserted defects in the claims are contended by 
Plaintiffs to invalidate the Kazenas patent. It is urged 
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that the claims are void because the maximum and mini- 
mum Innits of the melamine compound are expressed 
partially in functional terms. The language complained 
of is that which states that the melamine compound should 
be ‘‘sufficient to render said condensation product substan- 
tially insoluble in aromatic hydroearbon solvents but in- 
sufficient to render it thermosetting.’’ Plaintiffs cite a 
multitude of cases in support of the argument that this 
functional expression invalidates the claims. But, none 
of these cases holds that claims employing functional 
expressions to define the claimed invention are per se 
invalid. In all of the cases relied upon by Plaintiffs the 
claims were [10] disapproved because under the particn- 
lar circumstances the use of functional expressions either 
left the description of the invention too vague or made 
the claim broader than the invention. The functional ex- 
pressions employed in the Kazenas claims do not have 
either of these objectionable results. When the general 
description, the specific examples, and the claims are read 
together, the invention is so plainly defined that no one 
skilled in the art should have any difficulty in practicing 
it. The expression of the maximum and ininimun melamine 
content in functional terms limits the claims to the exact 
scope of the invention. Indeed, the functional expressions 
define the limits of the invention more precisely than 
would have been practically possible by wholly mathe- 
matical expressions. 

Plaintiffs also urge that the inclusion in the claims of 
the expression that the amount of melamine compound 
is ‘‘sufficient to render said condensation product substan- 
tially insoluble in aromatic hydrocarbon solvents’? in- 
validates the claims because the minimum melamine 
proportion is not described in the specification. This is 
simply a restatement of the argwnent that it was im- 
proper to claim the minimum melamine content in 
functional terms. For, as has been noted, it would be 
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objectionable to claim an element of an invention in fune- 
tional terms if the result was that such clement was 
inadequately described in the specification. But, it would 
be readily apparent to anyone skilled in the art from the 
description of the invention that a sufficient quantity of 
melamine would be just as essential to achieve aromatie 
hydrocarbon insolubility as it would be to obtain the high 
melting point which is specifically stated to be dependent 
upon adequate melamine. The specification affords an 
adequate guide as to what this minimum quantity should 
be. The general description and the specific examples 
teach that the melamine component content may [11] be 
varied fron: 11 to 50 per cent by weight of the sulfona- 
mide component depending upon the particular form of 
melamine component employed. It is stated that the pre- 
ferred amount of unmodified B-state melamine-aldehyde 
resin, the form of melanune component to be used inost 
sparingly, is one-fifth or 20% by weight of the sulfona- 
mide component. The tenor of the description as a whole 
is that a fairly substantial amount of melamine compo- 
nent should be used. In this context, examples two and 
five, in which the specified amount of inelamine is re- 
spectively 11% and 13% by weight of the sulfonamide 
coinponent, constitute an adequate guide as to the mini- 
mum amount of melamine that will be effective to render 
the resin substantially insoluble in aromatic hydrocarbons. 


Plaintiffs further contend that the language that the 
amount of melamine compound is ‘‘sufficient to render 
said condensation product substantially insoluble in aro- 
matic hydrocarbon solvents’’ invalidates the claims be- 
cause it was added by amendinent to the patent application 
without being supported by a supplementary oath and 
after intervening rights had accrued. There is no merit 
to this argument because the language complained of did 
not constitute new matter. The general description and 
the specific examples were included in the original appli- 
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cation in substantially the same form as they appear in 
the patent. As has been previously stated, anyone skilled 
in the art could readily perceive from the general descrip- 
tion and the examples that there would be a minimum 
amount of melamine necessary to render the resin sub- 
stantially insoluble in aromatic hydrocarbons, even though 
the description does not say so in so many words. And, 
the description and examples sufficiently demonstrate what 
the mimimum amount is. 


Plaintiffs attack the validity of a number of the [12] 
WKazenas claims which claiin a large class of melamine 
components and a large class of sulfonamide con:ponents 
on the ground that defendant has not shown that all of 
the members of each class are operable. But Plaintiffs 
have cited no authority and the Court is aware of none 
that places such a burden on the defender of a patent. In 
all of the cases cited by Plaintiffs some members of the 
class of compounds embraced by claims held to be invalid 
were in fact shown to be inoperative. Plaintiffs intro- 
duced no evidence showing that any members of the 
classes of compounds within the scope of the Kazenas 
claims are inoperative nor even any evidence that would 
suggest that some might be inoperative. Merely because 
the classes of components claimed are large ones is no 
basis for assuming that some of their inembers are in- 
operative. 


The Court concludes that there is no invalidity in the 
Kazenas patent.? In respect to the issue of infringement, 
the record clearly sustains the contention of Defendant 
that. Plaintiffs have infringed claims 1-4 and elaim 9 of 
the Kazenas patent. [13] 


3Sinee the Court has eoucluded that the Kazenas resin is not 
dependent for patentable novelty npon the fact that it is eom- 
pletely eondensed, it is unnecessary to discuss Plaintiffs’ aren- 
ment that patentable novelty may not be predieated upon that 
feature of the Kazenas resin. 
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Appendix B 


Opinion of the Court of Appeals for the Ninth Circuit 
filed November 16, 1961, as reported in 299 F.2d 160. 


Harry P. LOCKLIN and Elmer J. Brant, General partners doing business 
under the firm name of Radiant Color Company, Appellants, 
v. 
SWITZER BROTHERS, INC., a corporation, Appellee. 
No. 16780. 


United States Court of Appeals 
Ninth Cirenit. 


Nov. 16, 1961. 
Rehearing Denied Dec. 26, 1961. 
Certiorari Denied April 23, 1962. 

See 82 8.Ct. 950. 

Action for determination that Patent No. 2,809,954 for 
resin useful in manufacture of pigments and for process 
of obtaining that resin was invalid and not infringed, 
wherein patentee counterclaimed charging infringement. 
The United States District Court for the Northern Dis- 
trict of Cahfornia, Southern Division, Louis E. Goodman, 
Chief Judge, ruled that patent was valid and infringed 
and appeal was taken. The Court of Appeals, Merrill, 
Cirenuit Judge, held that fact. that some preliminary testing 
was required to determine proper portion of substance to 
be used to produce resin did not render claim invalid, 
where it appeared that amount needed could be deter- 
imined by simple clear test not requiring extensive experi- 
mentation, and that patent was valid and infringed. 


Affirmed. 


1. Patents (Key) 20 
Test in determining whether varying of proportions 
can constitute invention is whether it brings about mere 
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improvement in already discovered result, or accomplishes 
new and unexpected result. 


2. Patents (Key) 118.3 


Claim must be sufficiently clear to allow others to re- 
produce result at end of monopoly period and to enable 
contemporary inventors to ascertain whether or not they 
are infringing. 


3. Patents (Key) 118.8 

That some preliminary testing was required to de- 
termine proper portion of substance to be used to pro- 
duce patented resin did not render claim invalid, where 
it appeared that amount needed could be deterniined by 
simple clear test not requiring extensive experimentation. 


4. Patents (Key) 118.6 

That limits of substance to be used in patented chemical 
product were, in claims, stated in functional language did 
not render patent invalid. 


5. Patents (Key) 314 


Whether steps followed by chemist, who reproduced 
patented product, were of type requiring expert as dis- 
tinguished from ordinary industrial chemist was for trial 
court. 


6. Patents (Key) 109 


Where feature of insolubility of resin useful in manu- 
facture of pigments was disclosed in specification of orig- 
inal application, although its bearing upon critical limit 
of amount of melamine to be used was not expressed, and 
amendment stated limitation implicit in specifications, but 
not explicit in clains themselves, no intervening public 
rights attached to insolubility feature of patent and no 
supplemental oath was required. 35 U.S.C.A. § 112. 
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7. Patents (Key) 118.17 

Defender of patent for resin useful in manufacture of 
pigments was not required to establish effectiveness of 
each member of broad class of melamine derivatives that 
would be effective to produce alleged novel result. 


8. Patents (Key) 328 

Patent No. 2,809,954 for resin useful in manufacture of 
pigments and for process of obtaining that resin was valid 
and infringed. 


9. Federal Civil Procedure (Key) 2016 


Rejection of new matters of evidence sought to be in- 
troduced in post-trial proceedings was discretionary. 


10. Federal Civil Procedure (Key) 2016 


Time for testing of proof is time for trial and rights 
of litigants eannot be held in abeyance in order that hind- 
sight may provide more accurate appraisal of evidence. 


11. Patents (Key) 315 


Denial of new trial, songht by party found to be patent 
infringer, upon ground of unelean hands, and refusal to 
delay judginent in order that hearing inight be had on 
newly tendered issues was discretionary. 


Carl Hoppe and James I*. Mitehell, San Franeisco, Cal., 
for appellants. 

Flehr & Swain by John F. Swain, San Franeisco, Cal., 
for appellee, Hill, Sherman, Meroni, Gross & Simpson, 
by Benjamin H. Sherman and Richard M. S. Manahan, 
Chicago, Ill., of counsel. 
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Before BARNES, JERTBERG and MERRILL, Circuit 
Judges. 
MERRILI, Cireuit Judge. 


Appellants, doing business in California as Radiant 
Color Company, are manufacturers of fluorescent paints. 
They have taken this appeal from a judginent deter- 
mining that they have infringed a patent held by appellee. 
The parties hereafter shall be referred to as ‘‘Radiant’’ 
(appellants) and ‘‘Switzer’’ (appellee). 


Suit was originally bronght by Radiant. It had been 
notified by Switzer that certain of its pigments infringed 
Switzer’s resin patent number 2,808,954. This action was 
bronght seeking declaratory relief: a determination that 
the patent in question was invalid and was not infringed. 
Switzer counterclaimed, charging Radiant with infringe- 
ment and asking injunctive relief. The district court ruled 
that the patent was valid and infringed and granted Swit- 
zey relief in accordance with these determinations. 


The patent in question was issued October 15, 1957, to 
Zenon IXazenas and subsequently was assigned to Switzer. 
It is for a resin useful in the mannfacture of pigments 
and for the process of obtaining that resin. A preliminary 
consideration of the characteristics and chemical compo- 
nents of such resins is essential to any discussion of the 
issues presented by this appeal. 


Such resins are classified industrially as ‘‘thermo- 
setting’ and *‘thermoplastic.’’ A thermosetting resin is 
one which, upon heating in a mold, hardens to form an 
infusible ‘‘thernioset’’ resin that no longer can be softened 
or fused by heating. A thermoplastic resin, in contrast, 
ean be softened or fused by heat repeatedly. 


For resins satisfactorily to be incorporated into pig- 
ments, certain characteristics are important. The resin 
must be capable of being finely ground. Once ground, it 
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must remain insoluble in common paint vehicles or sol- 
vents and in a state of free flowing suspension. 

Thermo setting resins, being tough and hornlike, are 
generally difficult to grind. Thermoplastic resins generally 
are also difficult to grind due to their tendency to ball up 
or ‘‘agglomerate’’ at the temperatures encountered during 
grinding. Furthermore, they generally do not remain in a 
free flowing state of suspension in common paint vehicles, 
but again tend to agglomerate. 


We are here concerned with three chemical components: 
nielamines, sulfonamides and aldehydes. These compo- 
nents and their characteristics were discussed in some 
detail by Dir. David B. Hateher, an expert witness called 
by Switzer. 

Melamine and sulfonamide are basic resin ingredients. 
Aldehyde was described as ‘‘the linker, you might eal] it 
the glie, between the larger molecules’? of melamine or 
sulfonamide. Where melamine alone is reacted with an 
aldehyde, the result is a ‘‘self-condensed’’ resin, the mole- 
enles of melamine condensing with each other through 
reaction with the aldehyde. Similarly, a sulfonamide-alde- 
hyde resin is a self-condensation, ‘‘Co-condensation’’ oe- 
eurs where two unlike moleeules are reacted together. 


Dr. Hatcher testified, *‘ Normally, melamine is resistant 
to co-condensation. It has a tendency to condense with 
itself so that most efforts to co-condense it are unsuccess- 
ful. What results is not a single resin resulting from co- 
eondensation * * * but a mixture of self-condensed 
resins.’’ Further, melantine resins are normally thermo- 
set with considerable strength and resistance to crumbling 
and breaking. 

Sulfonamide resins, on the other hand, are normally 
thermoplastic and soluble in aromatic solvents. 


The Kazenas patent is for a resin which is a co-conden- 
sation of all three of these chemical components and which 
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is thermoplastie but still is capable of being finely ground 
and which remains insoluble without agglomeration in 
aromatic hydrocarbon solvents. 


Upon this appeal Radiant attacks the validity of the 
Kazenas patent upon five separate grounds. 


The first issue is presented by Radiant’s contention that 
the Kazenas patent is lacking in patentable novelty. The 
prior art upon which Radiant imaily relies is a Japanese 
patent, the Matsuno and Nitta Patent No. 181,405, issued 
in 1950. This patent, Radiant asserts, discloses a thermo- 
plastic resin made by co-condensing formaldehyde, sul- 
fonamide and inelamine. 


The district court carefully considered the Japanese 
patent and, apparently relying on the testimony of Dr. 
Hatcher with respect to his experiments upon this patent, 


concluded: 

‘The Japanese resin, as described in the patent, 
thus has properties similar to those of the Kazenas 
resin in that it is thermoplastic and has a relatively 
high inelting point, but it differs im at least one vital 
respect in that it is soluble in aromatic hydrocarbons, 
while the Kazenas resin is substantially insoluble.’’ 


1Radiant was found to have infringed Claims 1, 2, 3, 4 and 9 
of the Kazenas patent. Claim 2 is typical. It provides: 

‘*A completely eondensed, thermoplastie resin eonsisting essen- 
tially of the condensation produet of at least one aldehyde eom- 
ponent entirely selected from the elass eonsisting of formalde- 
hyde and paraformaldehyde, at least one aromatic monosulfona- 
mide having two reactive amide hydrogens, where the sulfona- 
mide group is attached directly to the aromatic nucleus through 
the sulfur atom, and at least one melamine eompound seleeted 
from the elass consisting of melamine, alkyl melamines having 
no more than one alkyl substituted amido nitrogen, and mono- 
hydrie Alkanol modified methylol and alkyl methylol melamines, 
the amount of said melamine compound being an amount, not 
exceeding 50% by weight of the aromatic monosulfonamide, suf- 
ficient to vender said condensation product substantially in- 
soluble in aromatie hydrocarbon solvents but insuffieient to 
render it thermosetting.’’ 


The court then pointed out: 

“Both the Japanese resin and the Kazenas resin 
are composed of a sulfonamide, an aldehyde, and 
inelanine, but in critically different proportions. The 
inost significant difference is in the amount of mela- 
mine. The Japanese patent specified a ‘small’ amount 
of melamine which, in the single exainple set forth 
in the patent, is 5% by weight of the para-toluol- 
sulfamide employed. he Kazenas patent teaches the 
use of a substantial amount of melamine or melamine 
derivative ranging in amount from 11 to 50% by 
weight of the sulfonamide. Kazenas also teaches the 
use of a greater amount of aldehyde in relation to the 
sulfonamide.”’ 


Radiant contends that a mere varying in proportions 
cannot constitute novelty and invention and that this is all 
that the Kazenas patent adds to the Japanese patent. 


The general rule as stated in Smith v. Nichols, 1874, 21 
Walleti2ese U.s.112, 119, 22 ibd. 566s 

‘(* * * 9 mere carrying forward of new or more ex- 

tended application of the original thought, a change 

only in form, proportions, or degree, the substitution 

of equivalents, doing substantially the same thing in 

the same way by substantially the same means with 

better results, is not such invention as will sustain a 
patent.”’ 


In Greene Process Metal Company v. Washington Iron 
Works, 9 Cir., 1936, 84 F.2d 892, 893, this Court held un- 
patentable a discovery deseribed as follows: 

‘‘Greene’s alleged discovery was that the desired 
result—removal of sulfur and other impurities from 
iron or steel—inight be accomplished more effectively 
and more economically by increasing the percentage 
of silica in the slag used for that purpose. * * *”’ 


[1] The test would seem to be whether the varying of 
proportions brings about a mere improvement in the 
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already discovered result or, on the other hand, accom- 
plishes a new and nnexpected result. In Applieation of 
Aller, Court of Customs and Patent Appeals, 1955, 42 
CCPA $24, 220 F.2d 454, 456, it is stated: 

“Normally, is is to be expeeted that a change in 
temperature, or in concentration, or in both, would 
be an unpatentable modification. Under some cireum- 
stanees, however, changes sneh as these may impart 
patentability to a process if the partienlar ranges 
claimed produce a new and unexpected result which 
is different in kind and not merely in degree from 
the resnits of the prior art. * * * Such ranges are 
termed ‘eritical’ ranges, and the appheant has the 
burden of proving such criticality. * * * However, 
even though applicant’s modification results in great 
improvement and utility over the prior art, it may 
still not be patentable if the modification was within 
the capabilities of one skilled in the art. * * * More 
particularly, where the general conditions of a claim 
are disclosed in the prior art, it is not inventive to 
diseover the optimum or workable ranges by routine 
experimentation, * * *”’ 


With reference to Radiant’s contention that the Ka- 
zenas patent lacked invention, the district court stated: 
“Plaintiffs urge that it did not constitute invention 
for Kazenas to vary the proportion of melamine and 
aldehyde to achieve substantial insolnbilitv in aro- 
mmatie hydrocarbons. But the Japanese patent itself 
does not even suggest the posstbilitv that a greater 
proportion of melamine and aldeliyde might produce ¢ 
resin substantially msoluhle in aromatie hydroear- 
bons. Indeed, it would discourage experimentation 
along these lines. Since the patent states that, exeept 
for greater waterproofness and a Ingher melting 
point, the Japanese resin does not lose the character- 
istics of a conventional paratolnol-sulfamide resin, 
one could only conelude that the modification with 
melamine does not atfect its solubihty m aromatic 
hydrocarbons. 
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“Tt is possible that the mere fact that melamine- 
aldehyde resins were known to be insoluble in aro- 
matic hydrocarbons might suggest to a skilled eheim- 
ist that the modification of a sulfonamide-aldchyde 
resin with melamine might make the resin less soluble 
in aromatic hydrocarbons. But, it could not have been 
anticipated that sufficient melainine could be used to 
achieve substantial insolubility in aromatic hydrocar- 
bons without simultaneously making the resin thermo- 
setting.”’ 


The testimony of Dr. Hatcher provides clear support. 
Emphasizing the overpowering nature of melamine and 
its tendeney to thermoset, he coneluded that the Japanese 
patent would not have led the ordinary chemist to greater 
experimentation in increasing the proportions of mela- 
mine. He discussed the many classes of melamine and 
sulfonamide compounds. He pointed out that a chemist 
faced with this multitude of possible components and with 
the economics of industrial research would actually be 
discouraged from experimentation along these lines and 
would tend to accept the original discouraging premise 
that an inerease in melamine would result in’ thermo- 
setting. 


The district court’s conclusion upon this issue, with 
which we agree and which we here adopt, was as follows: 
‘The sum and substance of the teachings of the 
prior art, including the Japanese patent, was that the 
properties of melainine-aldehyde resin could be modi- 
fied to some extent by adding a small amount of a 
sulfonamide, and that the properties of a snlfonamide- 
aldehyde resin could be modified by adding a small 
amount of melamine. These teachings were narrow 
ones. They did not constitute such important and 
substantial discoveries that the ordinarily capable 
chemist could carry on from that point and in normal 
course produce the Kazenas resin. The Kazenas pat- 
ent discloses the new and broader concept that mela- 
iuine and sufonamide, each in a relatively substantial 


quantity, could be reacted together with an aldehyde 
to produce a distinet resin having soine of the prop- 
erties of a sulfonamide-aldehyde resin and some of 
the properties of a ielanine-aldehyde resin, and 
other properties which are unique. The Kazenas resin 
represented a new arrangement of ingredients that 
produced a new, unexpected and useful result. The 
Court is satisfied that it was such an advance over 
the prior art as to constitute invention.”’ 


Radiant’s second attack upon the validity of the patent 
is addressed to the fact that the limits of melamine are 
expressed in functional language. The claims provide (see 
footnote 1) that the amount of melamine shall be ‘‘an 
amount * * * sufficient to render said condensation prod- 
uct substantially insoluble in aromatic hydrocarbon sol- 
vents but insufficient to render it thermosetting.’’ 


Since the novelty for which Switzer contends is that this 
resin is both thermoplastic and insoluble, Radiant contends 
that this language violates the rule against the use of 
functional language at the precise point of novelty. Viola- 
tion of this rule, Radiant contends, renders the patent 
invalid. 


Many authorities are cited by Radiant in support of its 
position. As disclosed by these cases, the vice of a deserip- 
tion in terms of function is that it may in either of two 
ways adversely affect the pubhe interest: by broadening 
the claim beyond the scope of actual invention; or by 
rendering the description so vague that the actual scope 
of the patent is not made clearly apparent to those eon- 
cerned. 

General Electric Company v. Wabash Company, 1937, 
BOY Uses wots 5.Ct. S99, 902, S2 Lid. 1402, dealt with 
a patent upon a light filament which attacked the problem 
encountered by prior art that such filaments had a ten- 
dency toward ‘sagging and offsetting’’ which reduced 
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the life of the light bulb. The claim preseribed that the 
filaments should consist of grains ‘‘of such size and con- 
jour as to prevent substantial sagging and offsetting” 
during a commercially useful life for the bnlh. The court 
stated in 304 U.S. at page 371, 58 S.Ct. at page 902: 
“The claim uses indeterminate adjectives which 
deseribe the function of the grains to the exclusion 
of any structural definition, and thns falls within the 
condemnation of the doetrine that a patentee may not 
broaden his product claiins by describing the produet 
in terms of function. Claim 25 vividly illustrates the 
vice of a description in terms of function. ‘As a de- 
seription of the invention, it is insufficient, and, if 
allowed, would extend the monopoly beyond the in- 
vention.’ ”’ 


Further, the court stated at page 372, 58 8.Ct. at page 
903 : 

“The Cireuit Court of Appeals below suggested 
that ‘In view of the diffienlty, if not impossibility, of 
describing adeqnately a number of microscopic and 
heterogeneous shapes of crystals, it may be that Paez 
made the best disclosure possible, * * *.’ * * * But 
Congress requires, for the protection of the public, 
that. the inventor set out a definite limitation of his 
patent; that condition must be satisfied before the 
monopoly is granted.’’ 


In our case Switzer, in justification of the functional 
language, points ont that the alternative would have been 
to state the critical lower limits precisely. This was done 
in the examples set forth in the specification. Switzer 
points to the fact that of the considerable number of mela- 
ine compounds encompassed by the patent, each has a 
different critical limit. It asserts that this renders it 
wholly unreasonable to expect the claims to be specifie in 
this respect or to expect any further specificity than that 
which appears in the examples given. 
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In the General Electric case, the effect of the functional 
language was to broaden the claim to inclide all grains 
of whatever size or shape so long as they would accom- 
plish the desired result. In our case the critical area is 
not enlarged in such a fashion. The critical point remains 
the same for each melamine compound used. It simply 
is not specified. But whether specified or unspecified the 
scope of the claim is precisely that of the invention. 

[2, 3] Nor ean it be said that this failure to specify the 
critical mnt precisely results in a fatal vagueness of 
description. The claim must be sufficiently clear to allow 
others to reproduce the result at the end of the monopoly 
period and to enable contemporary inventors to ascertain 
whether or not they are infringing. 


Upon this point the district court conelnded: 

“When the general description, the specific ex- 
amples, and the clans are read together, the inven- 
tion is so plainly defined that no one skilled in the 
art should have any diffienlty in practicing it.’’ 


The record supports this statement. There is testimony to 
the effect that **sufficient melamine to rendcr the resin sub- 
stantially insoluble’* is a simple, clear test for an ordinary 
chemist to perfomn and one which does not require ex- 
tensive experimentation in order that the precise eritical 
linits be ascertained in a particular case. Under such 
circumstances, the fact that some prelininary testing is 
required does not render the claim imvalid for vagueness, 
Mineral Separation, Limited v. Hyde, 1916, 242 U.S. 261, 
pp Gime ot L.Kd. 286. 

[+] We conclude that the fact that the limits of mela- 
uline are, in the claims, stated in functional language does 
not render the patent invahd. 


Radiant’s third attack upon the validity of the patent is 
addressed to the sufficiency of the description contained 
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in the specification. Radiant contends that it does not meet 
the requirements of 55 U.S.C. $112 that thereuiieies 
written description” which must be in ‘‘full, clear, concise 
and exact terms’? directed to ‘‘any person skilled in the 
arty!’ 

Radiant first asserts that the specification, as distin- 
guished from the claims, does not describe the insolubility 
of the product. In our view, the specification when read as 
a whole does sufficiently describe this feature. 


Radiant contends that the reeord establishes that one 
skilled in the art could not reproduce the product from 
the description. It appears that the district court dis- 
counted the testimony upon which Radiant relies and 
favored the contrary testimony of Dr. Hatcher. 


Radiant protests that Dr. Hatcher was not an ordinary 
chemist but an expert and that his ability to reproduce 
was not the proper test. 


[5] The ability of ‘tany person skilled in the art’’ to re- 
produce the product was a question for the trier of faet. 
Tt was for the district court to determine whether the steps 
followed by Dr. Hatcher were of a type which required 
an expert as distinguished from an ordinary industrial 
chemist. We cannot say that the court’s findings in this 
area were clearly erroneous. 


We conclude that Radiant's contentions in this respeet 
are without ment. 


Radiant next contends that the WNazenas claims, as 
Switzer here asserts them, are Invalid because they were 
not, in their present form, ineluded in the original apph- 
eation. The feature to which this contention is specifically 
addressed is the resin’s insolubility in aromatic solvents. 

The original application was filed January 26, 1954. 
The claims did not then provide that the amount of mela- 
mine was required to be snfficient to render the resin 
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substantially insoluble in aromatic hydrocarbon solvents. 
Karly in 1954 Switzer adopted the Nazcnas resin commer- 
eially. In 1956 Switzer learned that two competitors 
planned to introduce competitive products and, informing 
the Patent Office of this fact songht to expedite issuance 
of patent. Following interviews in the Patent Office, the 
amended claims upon which the patent ultimately was 
issned were presented May 2, 1957. They were unacecom- 
panied by the oath of Kazenas and, Radiant contends, 
were presented after the public use period had expired 
and intervening rights of the public had accrued. Radiant 
contends that under these circumstances the feature of 
insolubility cannot be relied upon to impart novelty. 

The defense of intervening rights for which Radiant 
contends has developed in cases dealing with reissue and 
divisional patents. It is apparently aimed at protecting 
the public against enlargement of the original claim to 
encompass discoveries by others and also at achieving an 
equitable balance between the right of the inventor to an 
adequate claim of that which he has invented and the 
public right to reliance upon the inventor’s apparent dis- 
claimer of such invention as is not claimed. 


In the area of amendment prior to patent issuance a 
further consideration is the public interest in an adequate 
disclosure by the patentee of that which is sold to the 
public. In Muncie Gear Works v. Outboard ete. Company, 
Oto eimles (3), (00,02 §.Ct, obo, S69; 86 I. Md. 1171, 
it was held, **The claims in question are invalid if there 
was public use, or sale of the device which they are 
claimed to cover, more than two years before the first 
disclosure thereof to the Patent Offtce.”’ In Wire Tie Ma- 
chine Company v. Pacific Box Corporation, Ltd., 9 Cin, 
1939, 102 F.2d 543, this court held the rule inapplicable in 
a case where the amendinent complained of added nar- 
rower claims and not new imatter and further held that 
such amendment needed no supplemental oath. 
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[6] Here the featnre of insolubility was disclosed in the 
specifications of the original application, although its 
bearing npon the critical limit in the amount of melamine 
was not expressed. We are not then faced with a claim of 
new matter nor with an attempt to rectify an madequate 
disclosure or to appropriate subseqnent developments or 
discoveries. The amendment actually amounted to no more 
than a narrowing of the claims to articulate a limitation 
implicit in the specifications but not explicit in the claims 
themselves. The cireumstances under which the aimend- 
ment was filed would indicate that it resulted from the 
ordinary give and take of Patent Office procedures: the 
shaping of the expression of that which was sought in 
order to make it conform appropriately to that which it 
was felt could properly be granted. 


We conclude under these circumstances that no inter- 
vening pubhe rights can be said to have attached to the 
insolnbility feature of the Kazenas patent or to the imat- 
ters incorporated in the claims by amendment; that no 
supplemental oath was required. 


Finally Radiant contends that the specification of the 
patent is inadeqnate to support a clain for a broad elass 
of melamine derivatives. It is asserted that ‘‘there is no 
reeipe given for the proportions of the entire class of 
melamine compounds by which one could be certain to 
obtain the eritical result.”’ It is pointed out that all that 
IXazenas did was to give recipes for two members of the 
class. Radiant concludes that Kazenas thus ‘‘asked the 
art to experiment with other members of the class to ob- 
tain the result which he desires.’’ Stating its proposition 
in somewhat different language, Radiant contends that the 
patent inst disclose that all members of the broad mela- 
mune class are effective to produce the alleged novel re- 
sult. 
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The cases cited by Radiant have them root in The 
Ineandeseent Lamp Patent, 1895, 159 U.S. 465, at page 
PiomlG er, (). ae puge 77, 40 Lind: 221, "here thie court 
stated: 

“Ts the complainant entitled to a monopoly of all 
fibrous and textile materials for incandescent con- 
ductors? Tf the patentees had discovered in fibrous 
and textile substances a quality connnon to them all, 
or to them generally, as distinguishing them from 
other materials, such as aininerals, ete., and such 
quality or characteristic adanted them pecniiarly to 
ineandeseent conductors, such claim aight net be too 
broad. Hf, for instance, minerals or porcelains had 
always been used for a particular purpose, and a 
person should take out a patent for a similar article 
of wood, and woods generally were adapted to that 
purpose, the claim might not be too broad, though 
defendant nsed wood of a different kind from that of 
the patentee. But if woods generally were not adapted 
to the purpose, and vet the patentee had discovered 
a wood possessing certain qualities, which gave it 
peenliar fitness for such purpose, it would not con- 
stitute an infringement for another to discover and 
use a different kind of wood, which was found to 
contain similar or superior qualties. The Vas ease 
is an apt illustration of this principle. Sawyer and 
Man supposed they had discovered in’ earbonized 
paper the best material for an ineandescent con- 
duetor. Instead of confining themselves to carbonized 
paper, as they might properly have done, and in fact 
did in their third claim, they made a broad claim for 
every fibrous or textile material, when in fact an 
examination of over six thousand vegetable growths 
showed that none of them possessed the peenhar 
qualities that fitted them for that purpose. Was every- 
body, then, preeluded by this broad claim from making 
further investigation? We think not.’’ 


[7] In the instant case there is nothing in the record to 
suggest that the qualities discovered by Iwazenas were not 
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common to inelamine and to snch of its derivatives as 
were specified in the claims, the only difference being in 
the critical limit in the amount of the component used. 
As we have already pointed ont, there is evidence that the 
ascertainment of these specifie Himits im any particular 
case did not require extensive or undue expernnientation. 
With respect to Radiant’s contention that Switzer must 
establish the effectiveness of each member of the broad 
class, the district court stated: 
‘*Plaintiffs have cited no authority and the court 
is aware of none that places such a burden on the 
defender of a patent.”’ 


We agree. 
In our judgment this contention is without merit. 


[S] We conclude that in all aspects challenged by 
Radiant, the Kazenas patent is valid. 


Radiant next contends that it has not infringed the 
KXazenas patent. In this respect it looks not to the claims 
(which we have already held to be vahd) but to the ex- 
amples set forth in the specifications. It asserts that it 
uses more melamine (27.6% or 36.9%) than was used in 
the examples (18%); that it uses too little formaldehyde; 
that its process is different from that shown in the 
examples. 


The amounts of melamine used by Radiant are well 
within the upper limit (50%) set by the claims. While the 
claims do not specify the amount of aldehyde, it is clear 
that it is such an amount as will permit complete co-con- 
densation. 


Radiant asserts that its proportions are closer to those 
of the Japanese patent that to those of the Kazenas 
patent and that it should accordingly be regarded as 
protected by prior art. Radiant concedes, however, that 
the Japanese patent is not adeqnate to meet its needs. 
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What it requires is that which the INazenas resin provides: 
completeness of co-condensation and insolubility in aro- 
matic solvents. 

In our judgment then, the district court was not in 
error in concluding that Radtant’s resins infringed the 
Kazenas patent. 

[9] In several respects in post-trial proceedings (the set- 
tlement of fmdings, motions for new trial and to vacate 
judgment) Radiant attempted to introduce new imatters 
of evidence. It offered proof of other patents to establish 
lack of invention. It offered testimony of KNazenas in an- 
other unrelated proceeding assertedly inconsistent with 
Switzer’s position in the instant case. It offered testimony 
relating to post-decision tests run by it. It invited a second 
look at physical evidence which had been offered at trial 
to demonstrate the free flowing and insoluble character 
of the WKazenas resin, asserting that such second look 
would demonstrate that since trial the resin had agelom- 
erated. 

[10] All of this evidence was rejected by the district court 
for failure of Radiant to show diligence or justification 
for its failure to discover and present these matters at the 
time of trial. Radiant assigns error in this respect but we 
find no abuse of discretion in this ruling. The time for 
testing of proof is the time of trial. Our judicial system 
does not contemplate that the rights of litigants shall be 
held in abeyance for months or years in order that bind- 
sight may provide a more accurate appraisal of evidence. 

Radiant protests that the post-trial change in physical 
evidence should not be subject to the requirement of dil 
gence. If the fact was that the resin would agglomerate 
and wonld not remain free flowing, Radiant could have 
established this by its own pre-trial experiments and have 
introduced evidence with respect to those experiments at 
the proper time. Post-trial experimentmg with the evi- 


dence produced at trial is no substitute for the proper and 
orderly presentation of proof. Furthermore, there is no 
evidence as to the conditions to which this exhibit had 
heen subjected following trial and thus a proper founda- 
tion was not laid for the admissibility of this offered 
proof. 

Radiant protests that a showing of diligence is not 
necessary where the proof offered shows a lack of clean 
hands on the part of the patentee; that it had offered 
proof of deception practiced by Kazenas and Switzer both 
on the Patent Office and on the distriet court. It contends 
that in the public interest, where the question of decep- 
tion or unelean hands is at issue, the question can be 
‘aised at any time. Hazel-Atlas Glass Company v. Hart- 
oe Empire Company, 1944, 322 U.S. 258, at page 246, 

4+ S.Ct. 997, at page 1001, 88 L.Ed. 1250, is cited where 
ie court states: 

“This matter does not concern only private parties. 
There are issues of great moment to the pubhe in a 
parent suit, = * * Furthermore, tampering with the 
administration of justice m the manner ineisputably 
shown here involves far more than an injury to a 
single litigant. H is a wrong against the institutions 
set up to protect and safeguard the public, institu- 
tions in which fraud cannot complaecently be tolerated 
consistently with the good order of society. Surely 
it cannot be that preservation of the integrity of the 
judicial process 1imst always wait upon the diligence 
of litigants. The pubhe welfare demands that the 
agencies of public Justice be not so impotent that they 
must always be mute and helpless victnns of decep- 
tion and fraud.’’ 


However, it should be obvious that every disgruntled 
litigant cannot, m the nane of public welfare, secure a 
new trial simply by charging fraud. In Hazel-Atlas the 
Supreme Court recognized this, stating in 322 U.S. at 
page 248, 64 S.Ct. at page 1002: 
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“The petition must contain the necessary aver- 
ments, supported by affidavits or other acceptable 
evidence; and the * * * court may in the exercise of 
a proper discretion reject the petition * * *.’’ 


In Hazel-Atlas the proof of fraud was clear. Not so m 
the instant case. Here the district court, after listening at 
great length to the contentions of Radiant’s counsel re- 
specting its proof of deception, stated: 

Soe) dont see any aspect el fraud or mis- 
representation or chicanery involved in the applica- 
Honsonetne patentein this casg * * *.”’ 


and later: 

“*T abhor fraud and misrepresentation and ] never 
lave any hesitancy in turning aside any decision or 
in granting rchef im cases of that kind. But I don’t 
discern in this case anything of that sort.’’ 


[11] We have examined the matters charged by Radiant 
and the offered proofs and concur in the views of the dis- 
trict court. It was not then an abuse of discretion for the 
district court (bearing in mind both lack of diligenee and 
the showing made with respect to fraud and the public 
welfare) to deny a new trial upon the ground of unclean 
hands or to refuse to delay judgment in order that hear- 
ing might be had on the newly tendered issues. 


Affirmed. 


Appendix C 


Abstract of testimony of Dr. David B. Hatcher taken in open 
court on January 15 and 16, 1959 and abstracted from pages 
362-479 of the printed transcript of record on appeal 
No. 16,780. 

Are you familiar with the Kazenas patent im suit? 

Yes, I am. 

Are vou familiar with the resins described therein? 

Nesvele am. 

Are these resins co-condensation produets? 

T would call them such. 

Based on your observations of industrial thermo- 

plastic and thermosetting resins, what, if anything, is 

unusual abont the Kazenas resins? 

A. WKazenas resin is nnnsual in that I know of no other 
thermoplastic resin containing substantial amounts of 
melamine. Normally, melamine-containing resins are 
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thermoset. 

In addition to that, it is insoluble in tolnene, while bemg 
soluble in acetone; and, being soluble in acetone, it 
exhibits no separation, indicating that it is a single resin, 
not a mixture of resins. 

Q. What, if anything, is unusnal about a resin being 
thermoplastic and yet msolnble in toluenc? 

The Court: And yet what? 

Mr. Manahan: And vet insoluble im tolnene. 

A. (By the Witness): The common thermoplastie 
resins are all either swelled or dissolved by aromatic 
solvents. | should say swelled or softened or dissolved. 

Q. (By Mr. Manahan): And toluene is an aromatic 
solvent? 

A. Yes, it is one of the common aromatic solvents. 


* * * e * 
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Q. (By My. Manahan): How does Nazenas teach that 
no unreacting ingredients ave present im its resin? 

A. By teaching that it’s insolnble in toluene. 

The Court: Tam sorry, | didn’t hear your answer. 

The Witness: [ say that it is insoluble in toluene. 

The Court: I still didn’t get it. 

The Witness: Insoluble in toluene. 

The Court: Insoluble. 

The Witness: Or, rather, [ should say in aromatic 
solvents. 


Q. What does the Kazenas patent teach vou about the 
melamine content with relation to msolubility m toluene 
or an aromatic solvent? 

A. Tt savs that there ainust be sufficient melamine 
content to cause insolubility in aromatic solvents. 


Q. (By Mir. Manahan): What, if anything, is critical 
about the solubihty of a resin used as a pigment? 

A. It is necessary that it be sufficiently insoluble that 
it will not agglomerate in the velucle that is used. 

Q. How diffieult is the solubility test for a resin? 

A. Tt is not difficult. It is readily observable. 
* * ‘* * * 

Q. (By Mr. Manahan): Dr. Hatcher, are vou familiar 
with Japanese Patent, the translation of which is Plain- 
tiffs” sxhibit 137 A. Yes, 1 am. 

Q. What melainnme proportion docs this — patent 
disclose? A. It shows a melanune proportion of 5%. 

Q. Five percent of what? 

A. At 5% of the sulfonamide resin. 

Q. What formaldehyde proportion docs this disclose? 

A. It shows a molecular ratio of one mole of formalde- 
hyde to each mole of sulfonamide resin. 
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Q. Wave vou ever carried out the procedure of the 
Jap patent that is Plaintiffs’ Exhibit 13? 

A. Ht has been earried out under my direct supervision 
in nly presence. 

Q. Have you an example of the result that you 
obtained? A. Yes, T have. 

Q. Give us the exhibit number, will you, please? 

A. It is Exhibit O. 

Q. Do you reeall the softening pomt of this resin? 

A. As I reeall, the softening pomt was approxinately 
89 degrees Centigrade. 

Mr. Hoppe: May it please the Court, | would hke to 
have the reeord show that this experiment, like our 
experiments, was condueted Iix Parte. It was conducted 
without notice to us, which is contrarywise to the objec- 
tion made to our testimony, and that we were not invited 
to be present. 

I do not object to it. J Just want to show that these tests 
were made under the same circumstances as our tests 
were. 

The Court: What is sauee for the goose is sauce for 
the gander. 

Mr. Hoppe: Yes. 

The Court: Go ahead. 

Q. (By Mr. Manahan): Did you follow exactly the 
procedure set forth in the Japanese Patent? 

A. The procedure in the Japanese Patent was followed 
expheitly. 

Q. What was the solubility of the resulting resin? 

A. It was soluble in toluene. 

* & * * * 

Q. Have you ever carried ont the procedure of the 
KKazenas Patent, Example 5? A. Yes, £ have. 

Q. Do you have an example of the resin obtained? 

A. Yes, | have. It is Exhibit N—-N as in Nelly, your 
Honor. 
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Q). What is the softening point of that resin? 

A. As I reeall, it was 112 degrees Centigrade. 

Q. What was the solnbility of this resin in tolucne? 

A. it was insoluble in toluene. 

Q). How can vou tell? 

A. By dispersing it in toluene and leaving it. It did 
not agglomerate. It remained free-flowing. 

(). When was this resin prepared? 

A. It was prepared in late August, 1958. 

Q. Have you had that sample under your watch and 
care ever since? 

A. 1 have had it in my possession since that time. 

Q. Is the resin still insolnble? 

A. The resin still is insoluble. It is free-flowing. 


* * * * * 


Q. Would vou expect that the softening point of a 
resin such as the Kazenas resin would change as much as 
20 to 30 degrees Centigrade over a period of nine months? 

A. No, [ would not expeet that. 

Q. Can vou offer any logical explanation for it? 

A, No, I cannot. 

Q. Would you expcet solubilities to change in this pe- 
riod of time in the same type of resin? 

A. No, I would not. 

Mr. Manahan: That is all, vowr Honor. Cross-cxamnne. 


* * * oe * 


Q. Now, is Example 2 of the Kazenas Patent substan- 
tially insoluble in aromatic hydrocarbon solvents? 
A. I have not checked that personally. 


Q. In the Japanese resin, | think that we are in agree- 
went that that is not substantially insoluble in aromatic 
hydrocarbon solvent? A. hat is correct. 

Q. And it ts your position that Example 5 of the 
Kazenas resin is essentially msoluble m hydrocarbon 
solvents? A. Yes, it is. 
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Q. At what point between 5% of the Japanese Patent 
and 13% of the Kazenas Example 5 does one note a 
change from insolubility—I mean from solubility to im- 
solubility ? 

A. Ido not have that information. I know that at 5% 
it is soluble, at 13% it is insoluble. 

Q. Have you made any tests to determme what would 
happen if you would increase the pereentage of melamine 
in the Japanese example by gradual increment to the per- 
centage of melamine in Example 5 of Kazenas? 

A. No, I have not. 

Q. As aian skilled in the art, if we were to increase 
the percentage in the Japanese example from 5% to 7%, 
would there be a decrease in solubility in aromatic hydro- 
carbon solvents? 

A. | cannot say definitely; IT can only speculate. At 
some point there would come the point at which the raw 
material would be free-flow. I do not know at what poimt 
that would be between 5 and 13%. 

Q. Now, Dr. Hatcher, in your examination—iny notes 
may not be accurate, so | may be inisstatmg what vou 
say—hbut I beleve that you testified that vou saw in the 
Kazenas Patent a teaching that resin examples 1 to 6 
were practically msoluble in aromatie hydrocarbon sol- 
vents. 

Before asking the question [ want to ask vou if [ cor- 
rectly stated your contention? 

Mr. Sherman: Where do you find that? 

Myr. Hoppe: My notes may be inaccurate. That is why 
1 am asking if I correctly stated his contention. 

The Witness: Would you repeat that, please? 

Mr. Hoppe: Would you repeat that to the witness, 
My. Reporter? (Record read.) 

A. Yes, I believe there is a teaching there that those 
materials are insoluble in aromatic hydrocarbon solvents. 
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Q. (By Mr. Hoppe): Would you please refer to the 
language to which vou have reference by chapter and 
verse? A. I find on page—rather, column 7 

Q. Column 7? 

A. Line 21 after the capital A. *** * * suffivient to 
vender said completely condensed, thermoplastic resin 
substantially insoluble in aromatic hydrocarbon solveuts 
but insufficient to render it therniosetting.’’ 

Q. All right. Do you find that language any other 
place or langnage to that effect any other place in the 
specification? A. I have not looked specifically for it. 

Q. I wish you would, because this will become rather 
inportant. 

A. I find in column 6, line 4: ‘*The piginents prepared 
in the manner deseribed in the foregoing examples’’—this 
refers to Example 13. Pardon ine. | read again: *'The 
pigments prepared in the manner described mm the fore- 
gomg examples are insoluble in water and aliphatic 
hydroearhon solvents, are practically insoluble in aromatic 
hydrocarbon selvents, * * *’’ 

Q. And it continues: ‘tare soluble in ketones and 


solvent esters.’’ A. That is correct. 


Q. Now, let’s refer to Exainple 2. Do you find any 
teaching any place in the patent outside of the language 
you refer to in the claims that that resin is substantially 
insoluble in aromatie hydrocarbon solvents? 

A. In general I believe this is another example that 
ties in with the remainder of the patent. Consequently 1 
have not studied it from the standpoint of whether each 
example has a complete description of what the material 
is other than that they do all have somewhat the same 
properties, They all fit within the bounds of the patent. 

Q. I would like it, if you will during the next recess, 
could examine the specification and see if you can find any 
language other than the language contained in the claims 
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and the language referring to the pigments which you 
read to us which: refer in anv way specifically to solubility 
in aromatie hydrocarbon solvents. 


* * * * * 


Q. Where do you find in the Kazenas patent a teaching 
that the solubility in aromatic hydrocarbon solvents is 
keved to the quantity of melamine? 

A. In reading the entire patent it gives that impres- 
sion, that enough melamine is required to achieve that 
result. 

Q. Would vou please read one sentence that gives that 
expression ? 

A. I did in just reading the first colmnn, starting 
about Line 30, it is speaking of the thermoplastic resin, 
and it says down about Line 48, ‘‘On the other hand, the 
new resin, unlike the melamine-aldehyde resins, is soluble 
in certain solvents and is thermoplastic.’’ 

No, that isn’t the one I was searching for. 

Q. Do vou find any language in there referring to 
insolubility in aromatie hydroearbon solvents? 

A. Not there. In the patent I do. T find it in a number 
of places. 

(). Well, let’s find one. 

A. Let’s take Column 1, Line 57: 

“The new resin is insoluble in many conimon vehicles 
and can therefore be suspended in such vehicles without 
coalescence or agglomeration.’’ 

The common vehicles are, normally, of an aromatic 
nature. 

Q. Are not aliphatic hydrocarbon solvents used in 
coatings ? 

A. They are used to the extent that it is possible to use 
them, but, in general, it is necessary to have aromatic 
solvents in order to get sufficient solubility. They are 
normally used in coating resins. 
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Q. Are ketones not used ax solvents in the paint field? 

A. They are used in some, but they are mich less 
connnon. They are not a common solvent. 

Q. And are solvent esters not used in the paint field? 

A. Yes. They are not as common as the aromatic 
solvents, though. 

Q. Can you read in the claim that many common sol- 
vents, the relationship between the minimum quantity of 
inelanine and insolubility in aromatic hydrocarbon sol- 
vents? 

A. IT would put that constriction on it in view of other 
passages in the patent referring to that more specifically. 
* % * a # 

Q. (By Mr. Hoppe): Now, Dr. Hatcher, another well- 
known quality of a sulfonamide-aldehyde vesin is that it 
is soluble in aromatie hydrocarbon solvents, is that not 
correct? 

A. Sulfonamide-aldehyde resins are soluble. 

Q. It was a well-known quality of melamine-aldehyde 
resins that they were insoluble in aroinatie hydrocarbon 
solvents? A. That is correct. 

Q). And I suppose if T would ask yon as to the prob- 
lem it would be to find the point at where von would 
ehange from the qualities of one to the other in an inter- 
mixture, we wonld again be confronted with this industrial 
problem which vou pointed out? 

A. The problem is in choosing the problem, Once the 
problem is chosen, if yen apply enough inanpower and 
enough money to it, you van investigate it. But the real 
problem is in choosing the area of aetivity. 

* ¥* * * e 

Q. Now, Dr. Hateher, I would like to pose a hypo- 
thetical faeon to you. I would lke to propose that vou 
take an alkyl methylol inclamiine and substitnte it for the 
melamine of any one of Examples 1, 2, 3, 4, 5 and 6, and 
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you select whichever one you want, whichever example 
you want, and whichever form of alkyl] methylol melamine 
you desire, and state what pereentage of alkyl! methylol 
melamine would be required m any one of those examples 
where you make the substitution to obtain a completely 
condensed thermoplastic resin substantially insoluble m 
aromatic hydrearbon solvents, but insufficient to render 
it thermosetting. 

A. That was sueh a long question that [ can’t follow 
all of it. May | have it read baek? 

Q. Will vou read the question, please? 

(Reeord read by the reporter.) 

A. My assumption, [ would use monomethyl melamme 
substitute in Example 5 in the same approximate per- 
ecentage as Example 5. There would not be a substantial 
difference. What would result would be that the exact 
proportions of formaldehyde to active amide groups 
would be somewhat Iigher; however, that would not be 
disadvantageous. 

Q. Would you use the same temperatures as those 
given m Example 5? 

A. Yes, I would. 

Q. And when you finished with your experiment, would 
the product be completely condensed? 

A. That would be my assumption, yes. 

Q. Could you prediet that it would be eompletely con- 
densed with aecuraey? A. I believe so. 

Q. Would the product be thermoplastic? 

A. My best guess is that it would he. 

Q. Can you predict that accurately? 

A. Not with 100% aeceuraey, no. 

Q). Would the produet be substantially imsoluble in 
aromatie hydrocarbon solvents? 

A. JI would think from reading the patent that it would 
be. 

Q. Can you prediet that it would be? 


45 


A. I wonld predict that it would be. 

Q. Now, let us snbstitute for the alkyl methvlol 
melamine example that you scleeted for Example 5 one 
eontaining a butyl group as the alky] group. Wonld vou 
then nse the same weight proportions as those given in 
Kxample 5? 

A. I probably wouldn’t. I would probably merease the 
pereentage of the alkyl] melamine somewhat. 

Q. How wonld it inerease it? Why? 

A. Beeause you’re entting down the—as you increase 
the size of the alkyl group, yon imerease the molecular 
weight of the melamine and, if yon inerease the 
moleenlar weight of the melamine, von are putting less 
reactive melamine in than you were previously. 

Now, in the ease of the methyl melamine, | said we 
could snbstitute on an equal basis beeanse the molecular 
weights are not substantially different. When you start 
getting a butyl group, then vou’re increasing the 
molecular weight of that substituted melamine to the point 
where you are throwing the proportion of melamine and 
the sulfonamide completely off. I am speaking of the 
moler proportions. 

Q. So you wonld nse, instead of the definitions of 
grams of the materials given in Example 5—you would 
eonvert them to moler proportions and you would 
endeavor to have as many of the melamine nuclei in vour 
modified Example 5 that there appear in Example 5 of 
the Kazenas patent; is that right? A. Approximately. 

Q. And when you would do that, would vou be certain 
that the product would be insoluble in aromatic hydro- 
earbon solvents? 

A. In organic chemistry you are never certain of an 
experhuent that vou haven’t previously run. 

Q). Wonld you be certain that the product was not 
therinosetting? 
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A. I would not be certain. | would be willmg to pre- 
diet that it would not be thermosetting: however, there 
is never any certainty. 

Q. Now, referring to a change of the sulfonamide im 
example 5, what change would you make if you were to 
substitute benzine sulfonamide for the mixture of O and 
P toluene sulfonannde? 

A. T would increase the amount of formaldehyde 
slightly in order to have 

Q. Is that the only change which you would make? 

A. I might adjust the amount of melamine up slightly 
to get the same moler ratios. 

Q. What would you do if you were to substitute an 
alkyl derivative of benzine sulfonamide in which the 
sulfonamido group is attached directly to the aromatic 
nucleus to the sulphur atoms? 

A. You are speaking, for instance, of ethyl benzine? 

Q. Let’s take that for example. 

A. I would probably use the same proportions in the 
exaniple. 

Q. Would you be certain beforehand that you would 
have a thermoplastic resin? 

A. I will answer that as I did previously, that I would 
be willing to predict so, but without having actually run 
it myself, 1 would not be absolutely certain. 

Q. Now, let’s assume that we take a different alkyl, an 
alkeate such as the Hexal] group, what would you then do? 

A. I presume you are referring to alkyl? 

Q. Alkyl. 

A. In that ease I wonld probably adjust the propor- 
tions shghtly to arrive at approximately the same imoler 
ratio, the same proportions on a moler basis. 

Q. Now, in making your prediction, if von found out 
that the product was thermoplastic but that it was soluble 
in aromatic hydrocarbon solvents, what change would you 
make in the example to make it substantially imsoluble? 


45 


A. This is getting extremely hypothetical. First of all, 
we will asstmme that it would be aromatic hydrocarbon 
soluble and not vou are asking what we would do to 
change it, if we wanted 

Q. Yes, sir. 

A. I don’t find anyvthing—I shouldn’t say I don’t 


find—— 

The Reporter: Wil you raise your voice, please, 
Doctor? 

A. Certainly. In reading the patent, | haven't come 
upon any directions on how vou would adjust every 
minor instance that might happen. 

Q. Would a man skilled in the art as of January 26, 
1954, 
skilled in the art to which we referred at the close of 
court vesterday—would he know what to do without re- 
ferring to the patent directions? 


and we are again speaking to this hypothetical man 


A. If he found that it was aromatic hydrocarbon 
soluble and you supposedly in this hypothetical situation 


had this resin of INazenas 

Q. It is thermoplastic and it still is soluble; would he 
have been able to alter the ingredients in this hypothetical 
example as of January 26, 1954, to meet the requirement 
of the claim? 

A. You mean he had complete knowledge of the entire 
KXazenas patent? 

Q. He has no knowledge of the Nazenas patent. 

A. In that case I would think it would be very difficult 
to predict. 

Q. Dr. Hatcher, | hand vou Defendant’s exhibits L, M, 
N and O, which | believe were made under your direction. 

Poe Naieie correct. 

Q. Who made them? <A. Mr. Gray. 

Q. Thomas Gray who is sitting at counsel table here? 


A. That’s correct. 

Q. When did he make thei? 

A. As TI reeall, it was August 27th and 28th of 1958. 

Q. And where did he make them? 

A. At the Switzer Brothers laboratory. 

Q. Where were you when he made them? 

A. I was standing right beside him all the time. 

Q. Were you watching everything that he did? 

A. I watched very carefully. 

Q. Did you make notes of what he did? 

A. He did not make notes at that time, but notes were 
made, 

Q. Who inade the notes? 

A. Myr. Manahan inade the notes. 

Q. Was Mr. Manahan there at that tine? 

A. Yes, he was, and | checked to make sure that the 
notes were properly made. 

Q. Do you know who has those notes now? 

A. No, I do not. 

Q. After the samples were completed—How long did 
it take to complete them first? A. T'wo days. 

Q. And were you there durmg the entire two-day 
period? <A. Yes, I was. 


Q. After these Mxamples, L, M, N and O were made— 
First, were they all made the same dav? 

A. No, they were made one day and—Well, | will have 
to check that. I beheve that—I can’t state which were 
made which days. They were both made during that two- 
day period. 

Q. And after the resins were completed, did vou test 
the Japanese resin to see if it was friable? 

A. Yes, we did. 

Q. Was it friable? A. Yes, it was friable. 

Q. Did vou save any of the resin of those examples? 


A7 


A. The only one—well, all that | have are these ex- 
amples in toluene. I do not have the resins themselves. 

Q. And after you made the resins, would vou state 
what you did with these specific resins to make those 
examples that vou have there? 

A. Yes. We ground each one of them in a mortar and 
pestle and we put 10 grams of the resin with 40 grams 
of toluene into eaeh of these bottles and shook then: up 
to determine the solubility. We also ran melting point 
tests. 

* * * Ed % 

Q. Now, after you put the material in these bottles, 
what did you then do with the bottles? 

A. I put them in a box and took them with me. 

Q. Back to Chicago? A. That’s right. 

Q. And they have been in vour custody ever since? 

A. They have. 

Mr. Hoppe: No further eross-exanimation. 

* * * * * 

Q. Dr. Hatcher, you were also asked if vou would 
examine the Kazenas patent and find any statements 
relatmg to—Oh, strike that question. 

You were asked to examine the IXazenas patent and 
find any statements which would lead vou to believe that. 
the melamine content of the Kazenas resin was such that 
it was insoluble in aromatic hydrocarbon solvents, and 
you did examine the patent during the recess but vou were 
not asked the question again on cross-examination. 1 will 
ask it to vou now. 

A. Yes, I find four references to it, 

Q. Could vou read those, please? 

fe On Colmmn 1, line 57, it savs: 

‘*The new resin is brittle and friable below its softenmg 
point’’—No, that’s not it. ‘‘The new resin is insoluble in 
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many common vehicles and can therefore be suspended in 
such vehicles without coalescence or agglomeration.” 

Then going to Column 5, the portion that we just read 
where it says, “If desired, the undyed resin may he 
prepared as in Kxamples 1 to 6 and dyed by immersion 
in an aqueous dye bath,’’? which refers on to Column 6 
where it says at line 4: 

‘The pigments prepared in the manner described in 
the foregoing examples are insoluble in water and 
aliphatic hydrocarbon solvents, are practically insoluble 
in aromatic hydrocarbon solvents, and are soluble in 
Ketones and solvent esters.”’ 

Then in that same column, line 21, 

‘*Based on these physical characteristics, the pigments 
may be used in vehicles which are non-solvents for the 
pigments to form various types of inks and the hke.”’ 

These would lead to the very strong conclusion that 
they are unsoluble in aromatic solvents. 

Q. Is it the melamine that imparts the insolubility to 
the IXazenas resin, combined in the resin body? 

A. When combined in, ves, I would say that it very 
probably is. I know of nothing else in there which could 


cause that. 


, 


Reeross Examination 


Q. (By Mr. Hoppe): Dr. Hatcher, to a man skilled 
in the art, is there any difference between being soluble 
in common vehicles and the usual solvents? This is with- 
out reference to the patent. IT am just asking you about 
the words ‘‘ecommon vehicles’* and *‘usual solvents.’’ 

A. There could be some difference, shght difference. 
Here [ am sure it is meant in that manner, however. 

* # * a * 

Q. Now, turning to the language which you find con- 
cerning the insolubility in aromatic hydrocarbon solvents, 
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with reference to the word ‘‘pigments,’’ appearing in line 
4, all of the 

A. (Interposing.) Of what colunn? 

Q. Line + of Column 6. A. Colunm 6? 

Q. Yes; all of the pigments have a dvestuff in them, 
do they not, whether they are made according to Examples 
7 to 13, as originally stated, or as Example 12 with the 
last sentence added? 

A. Would you state the numbers of the Exanrples? 

Q. 7 to 13, as originally stated, plus the added para- 
graph under Example 12. A. Yes. 

Q. Now, the pigments prepared in the manner pre- 
seribed in the foregoing exainples, therefore, all have the 
following ingredients: a melamine, a sulfonamide, an 
aldehyde, and a dvestuff, is that correct? 

A. No, that is not correct. Those examples have a 
resin of the Kazenas type and a dyestuff, and the resin 
does not contain a melainime, a sulfonamide and formalde- 
hyde, it is reacted resin resulting from a reaction of those 


inaterials. 

Q. Now, taking your answer, is there anything that 
you read in the words that you read to the Court which 
defines which of those four ingredients contributes to the 
insolubility in aromatic hydrocarbon solvents? 

A. No, there is nothing that I ean see that says which 
one contributes to insolubility. 

Q. Referrmg to vonr language that. von found: the 
new resin is insoluble in many common vehicles and can 
therefore be suspended in such vehicles withont coales- 
cence or agglomeration, is there anything that von see in 
that sentence which tells you which of the ingredients is 
responsible for the lack of solubility in aromatic hydro- 
carbon solvents? 

A. No, and often it’s a new combination that gives vou 
the different properties, rather than just the fact that 
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you put the two things together and mix them. When you 
nux them, you react them and get a property that isn’t 
the property of either one of the original ingredients. 

Q. Now, do you find anything in the patent which 
states what it is that contributes to the insolubility in 
aromatic hydrocarbon solvents? 

A. ... Yes, it does say sufficient to render said com- 
pletely condensed thermoplastic resin substantially in- 
soluble. I will have to correct my testimony. 

Q. That is the language keys it to the amount of 
melamine? A. Yes, that’s right. 

Q. That is the only language which keys it to the 
amount of melamine, is it not? 

A. With regard to softening point on Page 3, it says: 
If too small a quantity of melamine is used, the softening 
point of the product will differ only slightly from the 
softening point of the sulfonamide formaldehyde resin. 

Q. Now, that is the only language you find in the 
specification that relates to the lower quantity of mela- 
mine, isn’t it, other than that which vou read in the 
claims? A. That is all I find at this time, ves. 

Mr. Hoppe: That’s all. 


Redirect Examination 


Q. (By Mr. Manahan): As a chemist, Dr. Hatcher, 
do you recognize from the Kazenas patent that the com- 
bination of a melamine component into the resin will 
impart toluene insolubility into the resin? 

A. Yes. As I testified previously, there is nothing else 
there that could do it. It has to be the melamine that 
does it. 

Mr. Sherman: That’s all, Dr. Hatcher. 

Mr. Hoppe: That’s all. 


Appendix D 


Opinion of the Court of Appeals for the Ninth Circuit 
filed June 30, 1965, as reported in 348 F.2d 244. 


Harry P, LOCKLIN and Elmer J, Brant, General partners doing business 
under the firm name of Radiant Color Company, Plaintiffs-Appel- 
lants, 

Vv. 


SWITZER BROTHERS, INC., a corporation, Defendant-Appellee. 
No. 19467. 
United States Court of Appeals 
Ninth Cireuit. 


June 30, 1965. 


The plaintiffs were found guilty of civil contempt for 
violation of an injunction against infringement of de- 
fendant’s patent, and they appealed from the order of the 
United States District Court for the Northern District of 
California, Southern Division, Wilham T. Sweigert, J. 
The Court of Appeals, Merrill, Cirenit Judge, held that 
plaintiffs were entitled to trial on issue as to whether the 
aecused fornmula fell within narrow linits of patent, not- 
withstanding that issne had not been clearly directed to 
district conrt’s attention, where plaintiffs had been 
encouraged to submit to inappropriate sumuumary proceed- 
ings which may well have contributed to result that issues 
not overly apparent in absence of cross-exanunation were 
not thoroughly explored and presented at time of argn- 
ment. 


Order affirmed in part and the matter remanded with 
instructions. 


1, Affidavits (Key) 18 


Receipt of proof in form of affidavits was error where 
factual determinations were required on eritical issues 
raised in civil contempt case for violation of injunction 
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against infringement of patent. Fed.Rules Civ.Proc. rule 


43(a, e), 28 U.S.C.A. 


2. Patents (Key) 326(4) 


The erroneous receipt of proof in form of affidavits in 
civil contempt ease for violation of injunction against 
infringement of patent was invited if not waived, where 
plaintiffs expressed view that witnesses should be brought 
before conrt but did not object to decision that the inatter 
shonld proceed initially by affidavits and that if they dis- 
closed genuine conflicts in contentions of fact or opinion 
that question of calling of witnesses might then he re- 
newed, and plaintiffs, at time of hearing, did not renew 
their contention that issues disclosed by affidavits would 
justify the ealling of witnesses. Fed.-Rules Civ.Proce. rule 
43(a, e), 28 U.S.C.A. 


3. Patents (Key) 326(4) 


In civil contempt ease for violation of injunction against 
infringement of patent, plaintiffs were entitled to trial on 
issue as to whether aceused formula fell within narrow 
limits of patent, notwithstanding that issue had not been 
elearly directed to district court’s attention, where plain- 
tiffs had been encouraged to submit to inappropriate sum- 
mary proceedings whieh may well have eontributed to 
result that issues not overly apparent in absence of cross- 
examination were not thoroughly explored and presented 
at time of argument. 


Carl Hoppe, Ernest M. Anderson, San Francisco, Cal., 
for appellants. 

Harold C. Hohbach, Flehr & Swain, San Francisco, Cal., 
Benjamin H. Sherman, Hill, Sherman, Meroni, Gross & 
Simpson, Cluieago, H1., for appellee. 


Before BARNES, JERTBERG and MERRILE, Circuit 
Judges. 

MERRILL, Circuit Jndge: 

This appeal is taken from an order adjudging appel- 
lants guilty of civil contempt for violation of an injunction 
against infringement of appellee’s patent. The injunction 
was issned pursuant to mandate of this court following 
onr decision holding appellee’s patent valid and infringed, 
Pocdineveowiizer Bros., Inc., 209 I.2d 160 (9 Cir. 1961), 
cert. denied, 369 U.S. 861, 82 5.Ct. 950, S L.Ed.2d 18 
(1962). 

The patent there in issne, the IKazenas patent,’ was for 
a resin which was a co-condensation of a melamine, a 
sulfonamide and an aldehyde, and which possessed 
characteristics of substantial importance in the mannfac- 
tnre of pigments for use in fluorescent paint. Following 
our earlicr decision and the injunction against infringe- 
ment, appellants produced and utilized a resin designated 
as ‘‘4-C,’’ which utilized the three ingredients of the 
Kazenas formula with the addition of a relatively small 
amonnt of urea. Appellee then initiated these proceedings 
contending that produetion of the +-C resin constituted a 
violation of the court’s injunction. The District Court 
agreed. 

Appellants make two contentions npon this appeal. 


{1, 2] The first relates to the procedures followed by 
the District Court. The court treated the matter as one on 
motion under Rule 48(¢e) F.R.Civ.P. rather than as a trial 
for infringement under Rule 45(a). Accordingly proof was 
received in the form of affidavits. Appellants now assert 
that this was error, since factual determinations were 


1Letters patent No. 2,809,954, assigned to Switzer. 
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required upon critical issues. We agree.? The error, how- 
ever, would appear to have been invited if not waived. 


At the outset of the proceedings appellants expressed 
the view that the matter could not adequately be tried on 
affidavits and that ‘‘on a matter of such seriousness as 
this we should bring our witnesses before the court.’’ It 
was ultimately decided, however, without objection by 
appellants, that the matter should proceed initially by 
affidavit; that if an analysis of the affidavits disclosed 
genuine conflicts in contentions of fact or opinion the 
question of the calling of witnesses might then be renewed. 
The record does not disclose that appellants, at the time 
of hearing, renewed their contention that issues disclosed 
by the affidavits would justify the calling of witnesses. No 
offer of oral testimony was made. 


[3] Upon the merits of the dispute appellants contend 
that their accused formula 4-C does not fall within the 
narrow limits of the Kazenas patent as delineated in our 
earlier opinion. Notwithstanding the fact that the amount 
of urea used by them is relatively sinall, still, they assert, 
the urea is used in place of melamine, and reduces the 
amount of melamine which is utilized to a point where 
the melamine alone is not sufficient to render the product 
substantially insoluble in aromatic hydrocarbon solvents. 


Appellee asserts that this is not the proper test and 
that the claims of the Kazenas patent should not be so 
lunited. It points out that the amount of melamine utilized 
by appellants is well within the spread fixed by the 


2That trial under Rule 43(a) is the appropriate method of 
resolving issues raised by opinion testimony in patent cases is 
suggested in Moore’s Federal Practice, § 43.08, where it is stated 
in comment upon this rule: 
“Tt follows, therefore, that the practice under Equity Rule 48, 
im patent and trade-mark actions, of setting forth in affidavits 
the testimony in chief of expert witnesses whose testimony is 
direeted to matters of opinion, is no longer proper.” 
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minimum and maximin himits set forth im the Kazenas 
claims and within the area covered by the examples given. 
It contends, as was argued to the District Court, that the 
true issues are whether the 4+-C resin is equivalent to the 
mfringing resin to which the injunction was directed, and 
whether the urea was essential to produce the desired 
characteristics of 4-C. 


We cannot agree. In onr judgment if appellants’ con- 
tentions are factually correct there would be no infringe- 
ment. In onr earlier opinion we ruled that the use of this 
functional language in specifying the amount of melamine 
required (an amount sufficient to render the condensation 
product substantially insoluble in aromatie hydrocarbon 
solvents, but msufficient to render it thermo-setting) did 
not invalidate the claims, but by the same token it served 
to fix precisely the hinits of the claims. 


Upon the specific issue here raised by appellants the 
District Court has made no findings. It does not appear, 
however, that this precise issue was clearly directed to the 
court’s attention. 


We are thus hard put to find reversible error upon the 
record as to either of appellants’ contentions. 


We do feel, however, that in all fairness appellants are 
entitled to trial upon this issue. While the District Court 
acted with commendable concern for the conservation of 
trial time, the resnlt was to enconrage counsel to subimit 
to summary proceedings, which, as a matter of hindsight, 
would now appear to have been mappropriate. The suin- 
mary character of the proceedings, in turn, may well 
have contributed to the result that issues not overly 
apparent in the absence of cross-examination were not 
thoroughly explored and presented at the time of 
argument. 
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The record does not, however, suggest that trial upon 
any other issue is similarly justified under the ecireum- 
stances. In all other respects the order of the District 
Court is entitled to affirmance. 


Aecordingly the matter is remanded with instructions 
that the order of the Distriet Court be set aside and that 
trial be had upon the sole question whether, in the 4C 
resin, the amount of melamine utilized is sueh as to bring 
the resin within the limits of the elaims of the Kazenas 
patent as those claims are delineated mm our former 
opinion. 


on 
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Appendix E 


Memorandum of Decision of the District Court 
filed February 17, 1966. 
In the United States District Court for the 
Northern District of California, 
Southern Division 


No. 36995 


Harry P. Loeklin and Ehner J. Heane | 
general partners doing business under 
firm name of Radiant Color Company, 

Plaintiffs, 
vs. 

Switzer Brothers, Inc., a corporation, 

Defendant. 


MEMORANDUM OF DECISION 
SWEIGERT, J. 

This case is before the Court on a petition filed by 
defendant Switzer Brothers, Inc., (hereinafter referred to 
as Switzer) on May 8, 1963, for an order adjudicating 
plaintiffs, doing business as Radiant Color Company 
(hereinafter referred to as Radiant), in civil contempt for 


violation of the judginent of this Court, entered on No- 
veinber 17, 1959. 

That judgment held that claims 1, 2, 3, 4 and 9 of 
Switzer’s Kazenas patent were valid and were infringed 
by certain fluoreseent pigments manufactured by Radiant. 
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On appeal, the judginent was affirmed, Locklin v. Switzer 
Bros., le, 299 F.2d 160 (9th Cir S961). 


On May 2, 1962, an injunction was entered permanently 
enjoining Radiant from making, using, selling or offering 
for sale, except under license from Switzer any fluo- 
reseent pigment embodying or manufactured hy the use 
of the inventions disclosed in the above claims of the 
Kazenas patent. 


On March 31, 1964, this Court found Radiant guilty of 
civil contempt for violation of the injunction. Upon 
appeal, the Court in Locklin v. Switzer Bros., Inc., 348 
F.2d 244 (9th Cir. 1965) remanded the case for a determi- 
nation of the specific question whether, in Radiant’s 
accused 4-C resin, the amount of melamine utilized is such 
as to bring the resin within the limits of the claims of 
Switzer’s Kazenas patent, No. 2,809,954, as those claims 
were delineated in the Court’s prior opmion in 1961. 

Pursuant to the remand, this Court held an evidentiary 
hearing on the above question from October 11, 1965, to 
October 15, 1965. 


Radiant contends that its accused formula 4-C resin 
does not fall within the following functional language of 
elaim 2 of the Kazenas patent: 

“‘[T jhe amount of said melamine compound being an 
anlount .. . sufficient to render said condensation 
product substantially insoluble in aromatic hydroear- 
bon solvents. ...”’ 


Specifically, Radiant contends that, notwithstanding the 
fact that the amount of urea used by them in the 4-C resin 
is relatively small, the urea is used in place of melamine, 
and reduces the amount of melamine to a point where the 
melamine alone is not ‘‘sufficient to render said condensa- 
tion product substantially insoluble in aromatie hydro- 
carbon solvents.”’ 
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The 1965 Court of Appeals decision held that, if 
Radiant’s contention is factually correct, there would be 
no infringement, stating with regard to the above 
language of claim 2 of the Kazenas patent: 

“Tn our earlier opmion we ruled that the use of this 
funetional language in specifying the amount of 
melamine required ... did not mvalidate the clains, 
but by the same token it served to fix precisely the 
lnnits of the elaims.’’? Locklin v. Switzer Bros., Inc., 
supra at 246. 


In its earlier opinion the Court had found that the 
language was not vague, stating: 

“There is testnnony to the effect that ‘sufficient 
melamine to render the resin substantially insoluble’ 
is a simple, clear test for an ordinary chemist to per- 
form and one which does not reqnire extensive ex- 
perimentation in order that the precise critical limits 
be ascertained in a particular case. Under such cir- 
enlstanees, the facet that some preliminary testing is 
required does not render the elainm invalid for vague- 
ness.”’ Locklin v. Switzer Bros., Ine., supra at 166. 


The Court had also pointed out the reason why the 
lower limit of the amount of melamine, which would 
render the resin substantially insoluble, could not be 
stated in precise quantitative terms, stating: 

“Switzer pomts to the fact that of the considerable 
‘number of melamine compounds encompassed by the 
patent, each has a different critical limit. It asserts 
that this renders it wholly nnreasonable to expect the 
claiins to be specific in this respect or to expect any 
further specificity than that which appears in the 
examples given.’’ Locklin v. Switzcr Bros., Inc., supra 
at 165-66. 

Defendant Switzer, therefore, has the burden of showing 
the following in order to estabhsh that Radiant 1s in eivil 
contempt of this Cowrt’s injunction. 
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1. A simple, clear, reliable test for an ordinary chemist 
to perform and one which does not require extensive 
experimentation to show whether the accused resin con- 
tains sufficient melamine to render it substantially in- 
soluble in aromatic hydroearbon solvents. 


2. That in fact the accused resin contains sufficient 
melainine to render it substantially insoluble in aromatic 
hydrocarbon solvents. 


In order to sustain this burden, Switzer relies on two 
different kinds of tests: (1) the quick qualitative test, 
which was the test used at the original infringement trial 
and (2) the quantitative test. 


Qualitative Tests 


In the qualitative tests, Switzer manufactured and used 
a resin consisting of a co-condensation reaction of mela- 
mine, sulfonamide and formaldehyde in the same mole 
proportions as in the aceused 4-C resin (i.e., 7 moles of 
formaldehyde, + inoles of sulfonamide and 1 mole of mela- 
mine). Switzer eliminated entirely the one-half mole of 
urea from the test resin in order to show that there was 
sufficient melainine, without the urea, to render the resin 
substantially insoluble in aromatie hydrocarbon solvents. 


Switzer conducted two qualitative tests. The first test 
was condueted on Septeinber 25, 1965, at Cleveland, Ohio, 
in the presence of Radiant. On that date, Switzer placed 
a measured quantity of its test resin in separate con- 
tainers each holding one of the three aromatie hydro- 
earbon solvents—benzene, toluene and xylene. 


The second test was condueted at trial, at which time 
Switzer placed a roughly measured quantity of its test 
resin in containers holding each of the aforesaid hydro- 
carbon solvents. 
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Both parties are in agreement that, if a finely ground 
resin is placed in an aromatic hydrocarbon solvent and it 
stays suspended without coalescence or agglomeration, 
then this is an indication that the resin is insoluble, while 
if the resin becomes coalesced or agglomerated, then this 
is an indication that the resin 1s not insoluble. There is 
dispute, however, over how long the resin must remain 
suspended without coalescence or agglomeration to come 
within the defining words of the patent claim: ‘‘sub- 
stantially insoluble in aromatic hvdroearbon solvents.’’ 


At the original trial in 1959 before Judge Goodman, the 
Court considered only tests in pure toluene in determining 
whether the resin was substantially msoluble in an 
aromatic hydrocarbon solvent. Furthermore, at the 
original trial, the Japse of time between the date when the 
resin was placed in toluene and the date when the obser- 
vations of the condition of the resin in the toluene were 
made, was less than one week. 


Switzer demonstrated during this contempt hearing that 
its test resin remained free flowing and dispersed 24 
hours after being placed in the pure solvents. Switzer 
also demonstrated at the trial that the resin placed in 
the solvents on September 25, 1965, which had stood 
unshaken for 17 days, was free-flowing upon being shaken 
at the trial. 


Radiant also made a nmnber of test resins and con- 
ducted tests thereon in the pure solvents. One resin made 
by Radiant, designated JS-739, contained the following 
ingredients in the indicated mole proportions: 7 moles of 
formaldehyde, 4 moles of sulfonamide, 1 mole of mela- 
mine and one-half mole of urea. Another resin mann- 
factured by Radiant, designated JS-758, contained the 
same ingredients except the urea. 


At the trial, Bennahmias, Technical Director of Radiant, 
testified (RT 404 et seq.) that on July 13, 1968, more 
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than two vears prior to trial, he placed a JS-738 resin in 
a container of benzene (Radiant’s Exhibit No. 43) and 
that on July 28, 1963, he placed a JS-738 resin in a con- 
tainer of tolnene (Radiant’s Exhibit No. 44). Mr. Ben- 
nahimias then testified about the results of these 1963 
tests. However, because these tests were not condueted 
under the observation of Switzer, as were later tests con- 
ducted by Radiant on September 3, 1965, and in light of 
the conflict in results between these tests and those con- 
ducted on September 3, 1965, the Court considers the 
latter tests more reliable. 


In the inter-parties test in Richmond, California, held 
on September 3, 1965, Bennahmias testified that he placed 
a ineasured quantity of the JS-738 resin in containers of 
benzene (Radiant’s Exhibit No. 17), toluene (Radiant’s 
Exhibit No. 18) and xylene (Radiant’s Exhibit No. 19). 


The JS-738 resin, which was placed in benzene on Sep- 
tember 3, 1965 (Radiant’s Iixhibit No. 17) was intro- 
duced in evidence by Radiant and appeared to he ag- 
glomerated at the time of trial. But the JS-73S8 resin, 
which was placed in the toluene on September 3, 1965, 
(Radiant’s Exhibit No. 18) was free flowmg—notwith- 
standing Mr. Bennahinias’ statement that he thought it 
was partly agglomerated (RT 418). Further, the JS-738 
resin, which was placed in xylene on September 3, 1965, 
(Radiant’s Exhibit No. 19) was also free-flowing at the 
time of trial. 


Radiant relies greatly upon the test which showed that 
on the date of trial, the JS-738 resin, which had been 
placed in benzene on September 3, 1965, appeared to be 
agglomerated. 


Ilowever, all resins of this type will eventually ag- 
glomerate in any pure aromatic hydrocarbon solvent. The 
stronger the solvent the less time it will take to ag- 
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glomerate. According to the testimony of Dr. Von Fischer, 
and certain publications introduced at trial (R'T 220-225), 
benzene has a very high solvent power, is the most 
volatile of the aromatic hydrocarbon solvents, is quite 
toxic and is not generally employed as a solvent in paint 
vehicles of the type herein used. Simce benzene is the 
strongest of the three aromatic hydrocarbon solvents, a 
resin should agglomerate in it first. 


Further, the testing of a resin in any pure aromatic 
hydrocarbon solvent is merely an indication of the sub- 
stantial insolubility of the resin in a paint vehicle. 


The mere fact that resin agglomerates within four or 
more weeks in a pure hydrocarbon solvent, such as ben- 
zene, does not necessarily indicate that the resin will 
agglomerate in a paint vehicle in the same period of time. 
Pure hydrocarbon solvents are never used alone with resin 
in a paint vehicle, but only in conjunction with other 
liquids and substances which in effeet reduce the strength 
of the pure solvent. 


Thus, in a paint vehicle the resin will actually remain 
insoluble for a considerably longer period of time than in 
a pure solvent. 


As demonstrated at trial hy Switzer, resins made up in 
accordance with the exainples in the Kazenas patent have 
remained free-flowing and dispersable in the paint vehicles 
for longer than five years (RT 102-115). 


Mr. Bennahimnias, testifying for Radiant, admitted at 
trial that tests of 4S hours and one week are indications 
that the piginent can be used satisfactorily in paint ve- 
hicles (RT 483)—although Radiant used other tests as 
well (RT 491). 

The Court finds, therefore, that the benzene test con- 
ducted by Radiant, showing its JS-738 resin to have 
agglomerated in benzene after approximately seven weeks, 
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does not disprove that the accused resin contains sufficient 
melamine to render it substantially insoluble in aromatic 
hydrocarbon solvents. 


The Court finds no merit in Radiant’s contention that 
the results are not reliable because of certain differences 
between the kind of melamine Switzer used in its quali- 
tative tests and that used by Radiant, and because of 
certain differences in the method of preparation of the 
test resin by Switzer. 


It is, therefore, the finding of the Court that, when 
taken together, the 24 hour and 17 day qualitative tests 
conducted by Switzer, and the qualitative tests conducted 
by Radiant which showed that their JS-738 resin was free 
flowing and dispersed in toluene and xylene after approxi- 
mately seven weeks, are simple clear reliable tests, which 
denionstrate that, in fact, the accused 4-C resin contains 
sufficient melainine to render it substantially insoluble in 
aromatic hydrocarbon solvents. 


The Court, however, in no wise suggests that the above 
tests represent the minimum standard for determining the 
question presented or that the 24 hour qualitative test, 
alone, would not suffice for determining the question here. 
The Court merely holds that the above tests when econ- 
sidered together do in fact show beyond any doubt that 
the accused 4-C resin contains sufficient melamine to 
yender it substantially insoluble in aromatic hydrocarbon 
solvents. 

Jn addition to the above qualitative tests made by 
Switzer, Switzer also made a 24 hour quantitative test. 
Tn this test a carefully measured portion (.10 grams) of 
the JS-738 resin (which was a sample resin made by Ra- 
diant but without any urea) was deposited in 50 inilli- 
liters of each of the three pure solvents. In addition, a 
earefully measured portion of the JS-739 resin (also a 
saniple made by Radiant but containing a half-mole of 
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urea) was deposited in 50 unilliliters of each of the three 
pure solvents. 


After allowing all of these solutions to stand for 24 
honrs, Switzer determined how imuch of the resin had gone 
into solution, i.e., the solubility. Switzer determined that 
in benzene, .020 grams of the JS-738 resin had dissolved 
per 100 milliliters of benzene, while .010 grams of the JS- 
739 resin had dissolved per 100 milliliters of benzene. In 
tnolene, Switzer determined that .007 grams of the JS-738 
resin had dissolved per 100 milliliters of tuolene, while 
.002 grams of the JS-739 resin had dissolved per 100 
milliliters of toluene. In xylene, Switzer determined that 
.003 grains of the JS-738 resin had dissolved per 100 milli- 
liters of xylene, while .002 grams of the JS-739 resin had 
dissolved per 100 milliliters of xylene. 


It appears, therefore, that in the 24 hour period only 
very minute quantities of the JS-738 resin and of the 
JS-739 resin went into solution. 


Although these quantitative tests were not before the 
Court in the original infringement trial in 1959, the Court 
finds that the results of the quantitative tests with the 
JS-738 resin substantiate the findings of this Court with 
regard to the qualitative tests, to wit: that the accused 
4-C resin contains sufficient melamine to render it sub- 
stantially insoluble in aromatic hydrocarbon solvents. 


Radiant’s basie contention has heen that the amount of 
nielamine alone in the condensation produet of formalde- 
hyde, sulfonamide and melamine is insufficient to render 
the product substantially imsoluble in aromatie hydro- 
earbon solvents and that its ‘‘4-C resims are rendered 
substantially insoluble in aromatie hydrocarbon solvents 
by using urea in addition to melamime, the urea being an 
essential ingredient without which the condensation prod- 
uct will agglomerate.’’ Radiant’s Pre-Trial Brief, p. 4. 
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The Court has already found that the amount of mela- 
mine by itself in the accused 4-C resin is sufficient to 
render it substantially insoluble in aromatic hydrocarbon 
solvents. 


Tending to further confirm this finding is the fact that 
the record before us indicates that, not only is the amount 
of melamime sufficient to render the condensation produet 
substantially insoluble in aromatie hydrocarbon solvents, 
but also that the additional urea, itself, has little or no 
effect in producing such substantial insolubility. 


The Court recognizes that the question whether the urea 
produces or tends to produce the substantial insolubility 
of the accused 4-C resin in the aromatic hydrocarbon 
solvents is nof the determinative issue referred to this 
Court by the Court of Appeals. 


Radiant, therefore, is under no obligation to demon- 
strate that it is the urea which produces the substantial 
solubility of its 4+-C resin in the aromatie hydrocarbon 
solvents. Rather, the burden of proof is upon Switzer to 
prove that, whatever the effect of the urea may he, the 
amount of melamine, alone, in the aceused 4-C resin is 
sufficient to render it substantially insoluble in the aro- 
matic hydrocarbon solvents. 


Nevertheless, evidence tending to show that the urea 
has no effect, so far as the 4+-C resins are rendered sub- 
stantially insoluble in aromatie hydrocarbon solvents is 
concerned, tends to confirm the Court’s finding that it is 
the melamine, alone, which renders the accused 4-C resm 
substantially insoluble in the aromatic hydrocarbon sol- 
vents. 

In this connection, the record shows that, although 
Radiant introduced in evidence the containers of benzene, 
toluene and xylene with the JS-738 resin (without urea), 
it did not introduce in evidence the containers of benzene, 
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toluene and xylene which had the JS-739 resin (with urea) 
deposited in them on September 3, 1965, at the inter- 
parties test at Richmond, California. 


It then became necessary for Switzer to introduce in 
evidence the container of benzene with the JS-739 resin 
(with urea). The Court examined this container of ben- 
zene with the JS-759 resin (with urea) and it appeared 
that this JS-739 resin (with urea) was in the same ag- 
glomerated condition as the JS-738 resin (without urea) 
and Bennalinias so admitted (RT 472). 


If, as contended by Radiant, that its ‘‘4-C resins are 
rendered substantially insoluble in aromatie hydroearbon 
solvents by using urea in addition to melamine’’, then it 
would seem that the agglomeration of the JS-739 resin 
(with urea) in benzene after approximately seven wecks 
demonstrates that the addition of urea had no apparent 
effect on the +-C resin. 


Our conclusion is that (1) either Radiant’s contention 
that its ‘‘4-C resins are rendered substantially insoluble 
in aromatic hydrocarbon solvents by using urea in addi- 
tion to melainine’’ is wrong or (2) the benzene tests which 
showed that after seven weeks the JS-73S8 resin (without 
urea) and the JS-739 resin (with urea) had agglomerated 
do not disperse that either resin is substantially insoluble 
in aromatic hydrocarbon solvents. 


The Court has already found that the benzene test con- 
ducted by Radiant, showing its JS-7388 resin to have 
agglomerated in benzene after approximately seven weeks, 
does not disprove that the aceused resin contains sufficient 
melamine to render it substantially insoluble in aromatic 
hydrocarbon solvents. 

After a review of the entire record, as discussed in this 
opinion, the Court finds, in answer to the question pre- 
sented here, that in the 4-C resin, the amount of melamine 
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utilized is such as to bring the resin within the limits of 
the claims of the Kazenas patent as those claims are 
delineated in Locklin v. Switzer Bros., Inc., 299 F.2d 160 
(Cthe@m 19Gk), 

This Memorandum of Decision contains the Findings of 
Fact and Conclusions of Law as required by Fed. R. Civ. 
Pa: 

Dated: February 17, 1966. 
W. T. Sweigert 
United States District Judge 


